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This Response to Office Action is submitted in response to the Office Action dated June 28, 2010.  Applicant addresses the issues

cited therein by the Examining Attorney. 

 

I.                    PRIMARILY MERELY A SURNAME

HOSS is not Primarily Merely a Surname

            The Office Action made an initial refusal to register the current application on the grounds that the Applicant’s mark is primarily

merely a surname.  For the reasons detailed below, Applicant respectfully submits that HOSS is not primarily merely a surname.

            The Board must decide on the unique facts of each case whether the public would perceive the mark at issue as “primarily merely a

surname.”   In re Establishments Darty et Fils, 759 F.2d 15, 225 U.S.P.Q. 652, 653 (Fed. Cir. 1985).  The Examining Attorney bears the initial

burden to make a prima facie showing of surname significance.  Id.; In re Hutchinson Technology, Inc., 852 F.2d 552, 7 U.S.P.Q.2d 1490

(Fed. Cir. 1988).  If the Examining Attorney makes that showing, the Board must weigh all of the evidence to determine ultimately whether

the mark is primarily merely a surname.  In re Sava Research Corp., 32 U.S.P.Q. 1380, 1381 (TTAB 1994).  If there is any doubt as to

whether the mark is primarily merely a surname, the Board must resolve the doubt in favor of applicant.  In re Benthin Management GmbH,

37 U.S.P.Q.2d 1332, 1334 (TTAB 1995).   

            In Benthin, the Board identified five factors, four of which are relevant here, to consider in determining whether a mark is primarily

merely a surname: (1) whether the surname is rare; (2) whether anyone connected with applicant has the mark as a surname; (3) whether the

mark has any recognized meaning other than as surname; (4) whether the mark has the “look and feel” of a surname; and (5) whether the

term is sufficiently stylized to remove its primary significance from that of surname.  Id. at 1332.  Because Applicant’s mark is displayed in

standard characters, Applicant does not address the fifth factor.  See In re Gregory, 70 U.S.P.Q. 1792, 1794 (TTAB 2004) (where the mark is

depicted in standard character form, the fifth factor is not relevant.)
1.      Evidence Offered by the Examining Attorney Establishes That HOSS is an Extremely Rare Surname

 

In arguing that HOSS is not a rare surname, the Examining Attorney has submitted evidence from White Pages online showing that

“Hoss” appears over 100 times as a surname in a nationwide telephone directory of names.   In addition, the Examining Attorney has

submitted evidence from Facebook showing that “Hoss” is used multiple times as a surname.   The paucity of these listings suggests that

HOSS is an extremely rare surname.  In In re Joint-Stock Co. “Baik”, the Board concluded that “Baik” is an extremely rare surname based

“on the fact that only 456 examples of the Baik surname were located from a comprehensive directory of the entire United States.”   84



U.S.P.Q.2d 1921, 1923 (TTAB 2007); see also Benthin at 1333 (BENTHIN was deemed a rare surname in view of slightly more than 100

persons found in a nationwide database containing over 76 million records); In re Sava Research Corp., 32 U.S.P.Q.2d 1380 (TTAB 1994)

(SAVA for communications systems held to be a rare surname and registrable.  Examiner’s citation of persons named Sava held to show

rarity in view of the over 90 million persons listed on the PONEDISC U.S.A. data base).  Here, the Examining Attorney has submitted

evidence of only 100 instances where “Hoss” appears as a surname in a nationwide directory of over 200 million adults, and multiple

instances where “Hoss” appears as a surname in Facebook, with over 500 million active users.   This is significantly below the 456 examples

of a surname in a nationwide directory that the Board held was extremely rare.  Applicant has searched local telephone books.  A survey of the

Denver, Colorado phone book was viewed and that indicates only two “Hoss” surnames.   (See Exhibit A.) 

      Accordingly, HOSS is an extremely rare surname.

2.      No One Connected with Applicant Has HOSS as a Surname

Applicant represents that no person connected with it has the surname “Hoss.”   The Applicant is Great Divide Brewing Company. 

The principal of Great Divide is Brian Dunn.  No members of Mr. Dunn’s family nor any one of his friends or associates have “Hoss” as a

surname.  In addition, the Examining Attorney does not contend that anyone connected with Applicant uses the term as a surname. 

Accordingly, this factor favors the Applicant.  See In re Monotype Corp. PLC, 14 U.S.P.Q.2d 1070 (TTAB 1989) (reversing the refusal to

register where there is no evidence that CALISTO is the surname of anyone connected with the applicant); In re Curlin Medical Inc., Serial

No. 78560314 (TTAB Feb. 11, 2008) (not precedential). 

3.      HOSS is an Arbitrary Term As Applied to Applicant’s Goods

Applicant asserts that HOSS is an arbitrary word mark that has no widely recognized meaning to consumers of Applicant’s goods.   In

fact, “Hoss” has multiple recognized meanings other than as a surname.   For example, “Hoss” for a land vehicle; “Hoss” for pesticides;

“Hoss” for maintenance and repair services for construction vehicles and machinery; “Hoss” for a bowler who scores high; “Hoss” to

describe a “beastly” man; “Hoss” used for “an overweight, crass woman”; and “Hoss” used as “a southern colloquial nickname for partner,

a term of friendship.”   Examples of this usage are attached as Exhibit B.  “Hoss” has also been used as a nickname.   For example, Bill Allen

was a radio disk jockey known as “Hoss” who was famous in the 1950s through 1990s for playing rhythm and blues and gospel music in

Nashville.  (Exhibit C.)    In addition, many people recognize “Hoss” from the TV show Bonanza – it was the nickname of one of the

characters who was a ranch hand.  (Exhibit D.) 

In addition, Applicant has used the word HOSS as a trademark for its beer goods for over a year; it is a name which identifies

Applicant’s goods and distinguishes them from others.   See Ex parte Omaha Cold Storage Co., 111 USPQ 189 (Comm'r Pat. 1956).

Accordingly, HOSS is a coined term and would not be perceived as a surname as applied to the identified goods. 

4.      HOSS Does Not Have the Look and Feel of a Surname

Applicant chose the term HOSS as a mark for its goods because it evokes a ranch hand or lumberjack.  Moreover, since this is a very

rare surname, one “cannot assume that the purchasing public will view the mark as a surname based on exposure to the surname use.”   Baik

at 1924.  The Examining Attorney has failed to submit any evidence to support the claim that HOSS “has the structure and pronunciation of a

surname.”   Accordingly, this factor favors Applicant.

In sum, considering the evidence and the relevant factors identified in Benthin, the Examining Attorney has failed to establish a prima

facie case that HOSS is primarily merely a surname.  Accordingly, HOSS is not primarily merely a surname.   

Having responded to the outstanding issues raised by the Examining Attorney, Applicant respectfully submits that its Application for



the mark HOSS is in condition for prompt consideration and favorable action is requested.
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Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77969250 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This Response to Office Action is submitted in response to the Office Action dated June 28, 2010.  Applicant addresses the issues cited

therein by the Examining Attorney. 

 

I.                    PRIMARILY MERELY A SURNAME

HOSS is not Primarily Merely a Surname

            The Office Action made an initial refusal to register the current application on the grounds that the Applicant’s mark is primarily merely

a surname.  For the reasons detailed below, Applicant respectfully submits that HOSS is not primarily merely a surname.

            The Board must decide on the unique facts of each case whether the public would perceive the mark at issue as “primarily merely a

surname.”   In re Establishments Darty et Fils, 759 F.2d 15, 225 U.S.P.Q. 652, 653 (Fed. Cir. 1985).  The Examining Attorney bears the initial

burden to make a prima facie showing of surname significance.  Id.; In re Hutchinson Technology, Inc., 852 F.2d 552, 7 U.S.P.Q.2d 1490 (Fed.

Cir. 1988).  If the Examining Attorney makes that showing, the Board must weigh all of the evidence to determine ultimately whether the mark

is primarily merely a surname.  In re Sava Research Corp., 32 U.S.P.Q. 1380, 1381 (TTAB 1994).  If there is any doubt as to whether the mark

is primarily merely a surname, the Board must resolve the doubt in favor of applicant.  In re Benthin Management GmbH, 37 U.S.P.Q.2d 1332,

1334 (TTAB 1995).   

            In Benthin, the Board identified five factors, four of which are relevant here, to consider in determining whether a mark is primarily

merely a surname: (1) whether the surname is rare; (2) whether anyone connected with applicant has the mark as a surname; (3) whether the

mark has any recognized meaning other than as surname; (4) whether the mark has the “look and feel” of a surname; and (5) whether the term is

sufficiently stylized to remove its primary significance from that of surname.  Id. at 1332.  Because Applicant’s mark is displayed in standard



characters, Applicant does not address the fifth factor.  See In re Gregory, 70 U.S.P.Q. 1792, 1794 (TTAB 2004) (where the mark is depicted in

standard character form, the fifth factor is not relevant.)
1.      Evidence Offered by the Examining Attorney Establishes That HOSS is an Extremely Rare Surname

 

In arguing that HOSS is not a rare surname, the Examining Attorney has submitted evidence from White Pages online showing that

“Hoss” appears over 100 times as a surname in a nationwide telephone directory of names.   In addition, the Examining Attorney has submitted

evidence from Facebook showing that “Hoss” is used multiple times as a surname.   The paucity of these listings suggests that HOSS is an

extremely rare surname.  In In re Joint-Stock Co. “Baik”, the Board concluded that “Baik” is an extremely rare surname based “on the fact that

only 456 examples of the Baik surname were located from a comprehensive directory of the entire United States.”   84 U.S.P.Q.2d 1921, 1923

(TTAB 2007); see also Benthin at 1333 (BENTHIN was deemed a rare surname in view of slightly more than 100 persons found in a nationwide

database containing over 76 million records); In re Sava Research Corp., 32 U.S.P.Q.2d 1380 (TTAB 1994) (SAVA for communications

systems held to be a rare surname and registrable.  Examiner’s citation of persons named Sava held to show rarity in view of the over 90 million

persons listed on the PONEDISC U.S.A. data base).  Here, the Examining Attorney has submitted evidence of only 100 instances where “Hoss”

appears as a surname in a nationwide directory of over 200 million adults, and multiple instances where “Hoss” appears as a surname in

Facebook, with over 500 million active users.  This is significantly below the 456 examples of a surname in a nationwide directory that the

Board held was extremely rare.  Applicant has searched local telephone books.  A survey of the Denver, Colorado phone book was viewed and

that indicates only two “Hoss” surnames.   (See Exhibit A.) 

      Accordingly, HOSS is an extremely rare surname.

2.      No One Connected with Applicant Has HOSS as a Surname

Applicant represents that no person connected with it has the surname “Hoss.”   The Applicant is Great Divide Brewing Company.  The

principal of Great Divide is Brian Dunn.  No members of Mr. Dunn’s family nor any one of his friends or associates have “Hoss” as a surname.  

In addition, the Examining Attorney does not contend that anyone connected with Applicant uses the term as a surname.  Accordingly, this

factor favors the Applicant.  See In re Monotype Corp. PLC, 14 U.S.P.Q.2d 1070 (TTAB 1989) (reversing the refusal to register where there is no

evidence that CALISTO is the surname of anyone connected with the applicant); In re Curlin Medical Inc., Serial No. 78560314 (TTAB Feb.

11, 2008) (not precedential). 

3.      HOSS is an Arbitrary Term As Applied to Applicant’s Goods

Applicant asserts that HOSS is an arbitrary word mark that has no widely recognized meaning to consumers of Applicant’s goods.   In

fact, “Hoss” has multiple recognized meanings other than as a surname.   For example, “Hoss” for a land vehicle; “Hoss” for pesticides;

“Hoss” for maintenance and repair services for construction vehicles and machinery; “Hoss” for a bowler who scores high; “Hoss” to describe

a “beastly” man; “Hoss” used for “an overweight, crass woman”; and “Hoss” used as “a southern colloquial nickname for partner, a term of

friendship.”   Examples of this usage are attached as Exhibit B.  “Hoss” has also been used as a nickname.   For example, Bill Allen was a radio

disk jockey known as “Hoss” who was famous in the 1950s through 1990s for playing rhythm and blues and gospel music in Nashville.  

(Exhibit C.)    In addition, many people recognize “Hoss” from the TV show Bonanza – it was the nickname of one of the characters who was a

ranch hand.  (Exhibit D.) 

In addition, Applicant has used the word HOSS as a trademark for its beer goods for over a year; it is a name which identifies

Applicant’s goods and distinguishes them from others.   See Ex parte Omaha Cold Storage Co., 111 USPQ 189 (Comm'r Pat. 1956).

Accordingly, HOSS is a coined term and would not be perceived as a surname as applied to the identified goods. 



4.      HOSS Does Not Have the Look and Feel of a Surname

Applicant chose the term HOSS as a mark for its goods because it evokes a ranch hand or lumberjack.  Moreover, since this is a very rare

surname, one “cannot assume that the purchasing public will view the mark as a surname based on exposure to the surname use.”   Baik at 1924. 

The Examining Attorney has failed to submit any evidence to support the claim that HOSS “has the structure and pronunciation of a surname.”  

Accordingly, this factor favors Applicant.

In sum, considering the evidence and the relevant factors identified in Benthin, the Examining Attorney has failed to establish a prima

facie case that HOSS is primarily merely a surname.  Accordingly, HOSS is not primarily merely a surname.   

Having responded to the outstanding issues raised by the Examining Attorney, Applicant respectfully submits that its Application for the

mark HOSS is in condition for prompt consideration and favorable action is requested.
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associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the applicant in this matter: (1) the applicant has filed or is concurrently
filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the applicant's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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