
PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 07/31/2017)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85523416

LAW OFFICE ASSIGNED LAW OFFICE 115

MARK SECTION

MARK http://tess2.uspto.gov/ImageAgent/ImageAgentProxy?getImage=85523416

LITERAL ELEMENT CASSINI

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

          

            This is in response to the Office Action dated May 3, 2012, in which the Examining Attorney refuses registration of the above

identified mark under Section 2(e)(4) because she believes the mark is primarily merely a surname.  The Examining Attorney also advises the

Applicant to that a copy of the foreign registration is required, and informs the Applicant that it may designate a domestic representative upon

whom notices of process may be served.    

            In order to put the application in proper form for publication, Applicant submits herewith a copy of Benelux Reg. No. 0900805, along

with a translation of same.  The Applicant has previously designated the undersigned attorney as the Domestic Representative.
REMARKS

            With regard to the refusal of registration under Section 2(e)(4), Applicant respectfully requests that the Examining Attorney withdraw

the refusal of registration as the term CASSINI is not “primarily merely as surname.”   In determining whether a mark is “primarily merely a

surname” the Trademark Trial and Board will consider the following factors:

(1). How rare is the use of this designation as a surname? The more rare, the less likely it is to be perceived by the public as a

surname.

(2). Does anyone connected with applicant bear this designation as a surname? If so, the more likely it is to be perceived by the

public as a surname.

(3). Does the designation have a recognized meaning as other than a surname? If so, then the designation may not be perceived

as primarily merely a surname.

(4). Does the structure and pronunciation of the designation have the look and sound of a surname? If so, then the more likely it

is to be perceived by the public as a surname.

(5). Is the word presented in a stylized format distinctive enough to create a separate nonsurname impression? If so, the stylized

format may not be perceived as primarily merely a surname.

            The first three of the above factors weigh heavily in favor of the Applicant.  The CASSINI mark is rarely used as a surname in the

United States.  No one associated with the Applicant has CASSINI as a surname, and the CASSINI mark does have a clearly recognized

meaning apart from its meaning as a surname, as discussed in further detail below.



            The use of “Cassini” as a surname is rare in the U.S., as shown by the Examining Attorney’s “411.com” search which identified

only six hundred fifty (657) birth records, 272 death records, and only 65 marriage records under the name “Cassini”.   In a country of  more

than three hundred million (300,000,000) people, this is an insignificant number.  

            Applicant has supplemented the search conducted by the Examining Attorney by searching the White Pages database for New York,

which found only five listings, two of whom appear to be married and share the same address.  (See Exhibit B).  Similarly, the Los Angeles

database finds only five listings.  (See Exhibit C).  A further search of the website located at www.family-names.findthedata.org shows that

only 256 people in this country have the surname “Cassini”.   (See Exhibit D). A name this rare can hardly be considered to be recognized by

the consuming public as “primarily merely a surname.”

            The number of phone directory listings is apparently crucial as to whether the PTO has established a prima facie showing, as

illustrated in cases finding that a term is not primarily merely a surname.  J. Thomas McCarthy, McCarthy of Trademarks and Unfair

Competition, § 13:30 (4th ed.). Clearly the small number of phone directory listings in two of America’s largest cities does not support the

conclusion that the CASSINI  mark is “primarily merely a surname”.   The name is, in fact, so unusual that it is very unlikely to be regarded

as primarily merely a surname in the United States. 

            The primary significance of the CASSINI mark to Applicant’s customers is not that of a surname but rather is a historical reference to  

a scientific method named the “Cassini projection”, a method used in topographic reconstruction of the earth surface.  As the client’s

products are used to create the first topographical reconstruction of the human cornea, the term CASSINI is a suggestive trademark when used

in association with those goods.   While the “Cassini projection” may not be a household term in the U.S., it is well known to the group of

consumers who purchase Applicant’s highly specialized, sophisticated medical equipment.   Therefore, this mark has a clearly recognized

meaning apart from its occasional use as a surname.  The purchasers of Applicant’ s products, sophisticated eyecare professionals who are

well versed in the language of corneal topography,  are likely to recognize and appreciate the suggestion made by the CASSINI mark.

            Finally, no owner or officer or other person associated with the Applicant entity has the surname CASSINI.

            Given the relatively rare use of the term CASSINI as a surname, and given the recognized meaning of the term CASSINI as connected

to the scientific method titled the  “Cassini projection”, and, finally, given the fact that no person associated with the Applicant has the

surname CASSINI, Applicant respectfully submits that the mark is not “primarily merely a surname.”  

            Accordingly, Applicant respectfully requests that the Examining Attorney withdraw the refusal of registration under Section 2(e)(4).

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_207250219194-180545620_._Exhibit_A.pdf

       CONVERTED PDF FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0002.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0003.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0004.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0005.JPG

       ORIGINAL PDF FILE evi_207250219194-180545620_._Exhibit_B.pdf

       CONVERTED PDF FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0006.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0007.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0008.JPG

../evi_207250219194-180545620_._Exhibit_A.pdf
../ROA0002.JPG
../ROA0003.JPG
../ROA0004.JPG
../ROA0005.JPG
../evi_207250219194-180545620_._Exhibit_B.pdf
../ROA0006.JPG
../ROA0007.JPG
../ROA0008.JPG


       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0009.JPG

       ORIGINAL PDF FILE evi_207250219194-180545620_._Exhibit_C.pdf

       CONVERTED PDF FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0010.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0011.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0012.JPG

       ORIGINAL PDF FILE evi_207250219194-180545620_._Exhibit_D.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0013.JPG

DESCRIPTION OF EVIDENCE FILE Exhibits A through D consist of Internet searches.

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL CLASS 009

DESCRIPTION Computer hardware and software for medical imaging

FILING BASIS Section 44(e)

        FOREIGN REGISTRATION NUMBER 0900805

       FOREIGN REGISTRATION
       COUNTRY

Netherlands

       FOREIGN REGISTRATION
       DATE

08/10/2011

       FOREIGN EXPIRATION DATE 04/17/2021

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL CLASS 009

DESCRIPTION Computer hardware and software for medical imaging

FILING BASIS Section 44(e)

       FOREIGN REGISTRATION NUMBER 0900805

       FOREIGN REGISTRATION
       COUNTRY

Netherlands

       FOREIGN REGISTRATION
       DATE

08/10/2011

       FOREIGN EXPIRATION DATE 04/17/2021

       FOREIGN REGISTRATION FILE NAME(S)

       ORIGINAL PDF FILE FRU0-207250219194-180545620_._Certificate_of_Registration.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0014.JPG

       ORIGINAL PDF FILE FRU0-207250219194-180545620_._Translation_of_Certificate.pdf

       CONVERTED PDF FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0015.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\855\234\85523416\xml2\ROA0016.JPG

GOODS AND/OR SERVICES SECTION (010)(no change)

SIGNATURE SECTION

RESPONSE SIGNATURE /MS/

SIGNATORY'S NAME Marsha Stolt

../ROA0009.JPG
../evi_207250219194-180545620_._Exhibit_C.pdf
../ROA0010.JPG
../ROA0011.JPG
../ROA0012.JPG
../evi_207250219194-180545620_._Exhibit_D.pdf
../ROA0013.JPG
../FRU0-207250219194-180545620_._Certificate_of_Registration.pdf
../ROA0014.JPG
../FRU0-207250219194-180545620_._Translation_of_Certificate.pdf
../ROA0015.JPG
../ROA0016.JPG


SIGNATORY'S POSITION Attorney of Record, Minnesota bar member

SIGNATORY'S PHONE NUMBER 612-877-5443

DATE SIGNED 11/01/2012

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Thu Nov 01 18:21:19 EDT 2012

TEAS STAMP

USPTO/ROA-XXX.XXX.XXX.XXX
-20121101182119779024-855
23416-490c9eb194f8986721b
bf8da3b25d769fec-N/A-N/A-
20121101180545620293

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 07/31/2017)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85523416 CASSINI(Standard Characters, see http://tess2.uspto.gov/ImageAgent/ImageAgentProxy?getImage=85523416)
has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

          

            This is in response to the Office Action dated May 3, 2012, in which the Examining Attorney refuses registration of the above identified

mark under Section 2(e)(4) because she believes the mark is primarily merely a surname.  The Examining Attorney also advises the Applicant to

that a copy of the foreign registration is required, and informs the Applicant that it may designate a domestic representative upon whom notices

of process may be served.    

            In order to put the application in proper form for publication, Applicant submits herewith a copy of Benelux Reg. No. 0900805, along

with a translation of same.  The Applicant has previously designated the undersigned attorney as the Domestic Representative.
REMARKS

            With regard to the refusal of registration under Section 2(e)(4), Applicant respectfully requests that the Examining Attorney withdraw the

refusal of registration as the term CASSINI is not “primarily merely as surname.”   In determining whether a mark is “primarily merely a

surname” the Trademark Trial and Board will consider the following factors:

(1). How rare is the use of this designation as a surname? The more rare, the less likely it is to be perceived by the public as a

surname.

(2). Does anyone connected with applicant bear this designation as a surname? If so, the more likely it is to be perceived by the

public as a surname.

(3). Does the designation have a recognized meaning as other than a surname? If so, then the designation may not be perceived as

primarily merely a surname.

(4). Does the structure and pronunciation of the designation have the look and sound of a surname? If so, then the more likely it is

to be perceived by the public as a surname.

(5). Is the word presented in a stylized format distinctive enough to create a separate nonsurname impression? If so, the stylized



format may not be perceived as primarily merely a surname.

            The first three of the above factors weigh heavily in favor of the Applicant.  The CASSINI mark is rarely used as a surname in the United

States.  No one associated with the Applicant has CASSINI as a surname, and the CASSINI mark does have a clearly recognized meaning apart

from its meaning as a surname, as discussed in further detail below.

            The use of “Cassini” as a surname is rare in the U.S., as shown by the Examining Attorney’s “411.com” search which identified only

six hundred fifty (657) birth records, 272 death records, and only 65 marriage records under the name “Cassini”.   In a country of  more than

three hundred million (300,000,000) people, this is an insignificant number.  

            Applicant has supplemented the search conducted by the Examining Attorney by searching the White Pages database for New York,

which found only five listings, two of whom appear to be married and share the same address.  (See Exhibit B).  Similarly, the Los Angeles

database finds only five listings.  (See Exhibit C).  A further search of the website located at www.family-names.findthedata.org shows that

only 256 people in this country have the surname “Cassini”.   (See Exhibit D). A name this rare can hardly be considered to be recognized by the

consuming public as “primarily merely a surname.”

            The number of phone directory listings is apparently crucial as to whether the PTO has established a prima facie showing, as illustrated

in cases finding that a term is not primarily merely a surname.  J. Thomas McCarthy, McCarthy of Trademarks and Unfair Competition, § 13:30

(4th ed.). Clearly the small number of phone directory listings in two of America’s largest cities does not support the conclusion that the

CASSINI  mark is “primarily merely a surname”.   The name is, in fact, so unusual that it is very unlikely to be regarded as primarily merely a

surname in the United States. 

            The primary significance of the CASSINI mark to Applicant’s customers is not that of a surname but rather is a historical reference to  a

scientific method named the “Cassini projection”, a method used in topographic reconstruction of the earth surface.  As the client’s products are

used to create the first topographical reconstruction of the human cornea, the term CASSINI is a suggestive trademark when used in association

with those goods.   While the “Cassini projection” may not be a household term in the U.S., it is well known to the group of consumers who

purchase Applicant’s highly specialized, sophisticated medical equipment.   Therefore, this mark has a clearly recognized meaning apart from its

occasional use as a surname.  The purchasers of Applicant’ s products, sophisticated eyecare professionals who are well versed in the language

of corneal topography,  are likely to recognize and appreciate the suggestion made by the CASSINI mark.

            Finally, no owner or officer or other person associated with the Applicant entity has the surname CASSINI.

            Given the relatively rare use of the term CASSINI as a surname, and given the recognized meaning of the term CASSINI as connected to

the scientific method titled the  “Cassini projection”, and, finally, given the fact that no person associated with the Applicant has the surname

CASSINI, Applicant respectfully submits that the mark is not “primarily merely a surname.”  

            Accordingly, Applicant respectfully requests that the Examining Attorney withdraw the refusal of registration under Section 2(e)(4).

EVIDENCE
Evidence in the nature of Exhibits A through D consist of Internet searches. has been attached.
Original PDF file:
evi_207250219194-180545620_._Exhibit_A.pdf
Converted PDF file(s) ( 4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_207250219194-180545620_._Exhibit_B.pdf

../evi_207250219194-180545620_._Exhibit_A.pdf
../ROA0002.JPG
../ROA0003.JPG
../ROA0004.JPG
../ROA0005.JPG
../evi_207250219194-180545620_._Exhibit_B.pdf


Converted PDF file(s) ( 4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_207250219194-180545620_._Exhibit_C.pdf
Converted PDF file(s) ( 3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_207250219194-180545620_._Exhibit_D.pdf
Converted PDF file(s) ( 1 page)
Evidence-1

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current:  Class 009 for Computer hardware and software for medical imaging
Original Filing Basis:
Filing Basis: Section 44(e), Based on Foreign Registration:For all applications: The applicant attaches a copy of [ Netherlands
registration number 0900805 registered 08/10/2011 with a renewal date of __________ and an expiration date of 04/17/2021 ], and
translation thereof, if appropriate. For a trademark or service mark application: As of the application filing date, the applicant had a bona fide
intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services. For a collective trademark,
collective service mark, or collective membership mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with the identified
goods/services/collective membership organization. For a certification mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users on or in connection
with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the mark is
applied, except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of
the applicant.

Proposed: Class 009 for Computer hardware and software for medical imaging
Filing Basis: Section 44(e), Based on Foreign Registration:For all applications: The applicant attaches a copy of [ Netherlands
registration number 0900805 registered 08/10/2011 with a renewal date of __________ and an expiration date of 04/17/2021 ], and
translation thereof, if appropriate. For a trademark or service mark application: As of the application filing date, the applicant had a bona fide
intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services. For a collective trademark,
collective service mark, or collective membership mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with the identified
goods/services/collective membership organization. For a certification mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users on or in connection
with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the mark is
applied, except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of
the applicant.
Original PDF file:
FRU0-207250219194-180545620_._Certificate_of_Registration.pdf
Converted PDF file(s) ( 1 page)
Foreign Registration-1
Original PDF file:
FRU0-207250219194-180545620_._Translation_of_Certificate.pdf
Converted PDF file(s) ( 2 pages)
Foreign Registration-1
Foreign Registration-2

SIGNATURE(S)
Response Signature
Signature: /MS/     Date: 11/01/2012
Signatory's Name: Marsha Stolt
Signatory's Position: Attorney of Record, Minnesota bar member

../ROA0006.JPG
../ROA0007.JPG
../ROA0008.JPG
../ROA0009.JPG
../evi_207250219194-180545620_._Exhibit_C.pdf
../ROA0010.JPG
../ROA0011.JPG
../ROA0012.JPG
../evi_207250219194-180545620_._Exhibit_D.pdf
../ROA0013.JPG
../FRU0-207250219194-180545620_._Certificate_of_Registration.pdf
../ROA0014.JPG
../FRU0-207250219194-180545620_._Translation_of_Certificate.pdf
../ROA0015.JPG
../ROA0016.JPG


Signatory's Phone Number: 612-877-5443

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the applicant's attorney or an
associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the applicant in this matter: (1) the applicant has filed or is concurrently
filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the applicant's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

        
Serial Number: 85523416
Internet Transmission Date: Thu Nov 01 18:21:19 EDT 2012
TEAS Stamp: USPTO/ROA-XXX.XXX.XXX.XXX-20121101182119
779024-85523416-490c9eb194f8986721bbf8da
3b25d769fec-N/A-N/A-20121101180545620293
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