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Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86362513

LAW OFFICE ASSIGNED LAW OFFICE 105

MARK SECTION

MARK http://tsdr.uspto.gov/img/86362513/large

LITERAL ELEMENT ESSEX

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

   :  
Serial No. : 86/362,513   
     
Mark : ESSEX :  

 

Revised Class 9 ID:
Electronic racks in the nature of mounting racks for electronic components; drawers and shelving for mounting specifically adapted for use
with racks for electronic components; fans and power strips specifically designed to be mounted to racks for electronic components; rack
mounted electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting
within electronic racks for electronic components
 
Revised Class 20 ID:
 
Electronic racks, namely, wall mounted racks for holding electronic components
 

OFFICE ACTION RESPONSE
 

In a November 26, 2014 Office Action (the “Office Action”), the Examining Attorney refused registration of Applicant’s mark, Ser.

No. 86/362,513 – ESSEX, on the ground that the mark is primarily geographically descriptive as applied to Applicant’s goods within the

meaning of  Section 2(e)(2) of the Trademark Act. 

For the reasons set forth below, the Examining Attorney is respectfully requested to reconsider and withdraw her refusal to register the

ESSEX mark. 
APPLICANT’S MARK IS NOT PRIMARILY GEOGRAPHICALLY DESCRIPTIVE OF THE ORIGIN OF APPLICANT’S

GOODS
 

The Examining Attorney explains in the Office Action that “Essex identifies a county in New Jersey” and that “purchasers are likely

to believe that Applicant’s goods originate in Essex because Applicant is located in Essex County, city of Fairfield, in the state of New



Jersey.”  Therefore, the Applicant’s mark is primarily geographically descriptive of the origin of Applicant’s goods.”  To support this

conclusion, the Examining Attorney cites TMEP §1210.01(a);see In re Societe Generale des Eaux Minerales de Vittel S.A., 824 F.2d 957, 959,

3 USPQ2d 1450, 1452 (Fed. Cir. 1987); In re Hollywood Lawyers Online, 110 USPQ2d 1852, 1853 (TTAB 2014).

Applicant respectfully submits that the Examining Attorney’s conclusion that ESSEX is primarily geographically descriptive of the

origin of Applicant’s goods is not supported by the law or the facts of this case. In particular, when the test for determining whether a mark is

primarily geographically descriptive of the origin of Applicant’s goods is properly applied, Applicant’s mark cannot be deemed primarily

geographically descriptive of the origin of Applicant’s goods. Therefore, the refusal to register Applicant’s ESSEX mark should be

withdrawn. 

A mark is primarily geographically descriptive of the origin of the associated goods if the goods actually originate in the geographic

place identified in the mark and the mark (1) has as itsprimary significance agenerallyknown geographic place; and (2) identifies products

that purchasers are likely to believe mistakenly are connected with that location (emphasis added). Institut National Des Appellations

D’Origine v. Vintners Int’l co., 22 U.S.P.Q.2D (BNA) 1190, 1195 (Fed. Cir. 1992). A mark is notprimarily geographic where the

geographic meaning is not likely to be connected with the goods. In re Nantucket, Inc., 213 U.S.P.Q. (BNA) 889, 893 (CCPA 1982). 

Moreover, it is not enough that the mark is the name of a place generally known to the public. “[T]he PTO must establish that the public

associates the goods with the place which the mark names.”  In re Jacques Bernier Inc., 13 U.S.P.Q.2d (BNA) 1725, 1726 (Fed. Cir. 1990)

(citations omitted).  This required association by the general public is commonly referred to as a “goods-place association.”

The Examining Attorney has introduced evidence to demonstrate that the term “Essex” has geographic significance in the form of an

excerpt from what Applicant believes to beThe Columbia Gazetteer of the Worldand a printout fromwww.fairfieldnj.orgweb site regarding

the Township of Fairfield, Essex County, New Jersey. The Examining Attorney has not, however, established that the term “Essex” has

primary geographic significance because she has not presented evidence that the public would associate the word “Essex” with the city of

Fairfield, in Essex County, New Jersey. Though concededly a county in the state of New Jersey, The American Heritage Dictionary of the

English Language, a copy attached as Exhibit A, defines “Essex” as “a historical region and Anglo-Saxon kingdom of southeast England. 

The mark ESSEX could, therefore, just as easily allude to goods originating from Essex County, England.  See Exhibit B. It could also refer

to any number of cities or other counties in the United States named after Essex, England, such as the cities of Essex in Connecticut, Maryland

and Massachusetts and the county of Essex in Vermont. See Exhibit C. The foregoing makes clear that the term “Essex” does not have as its

primary significance the New Jersey county identified by the Examining Attorney.

The Examining Attorney has also not established why the public would be likely to believe mistakenly that Applicant’s goods,

identified by the mark ESSEX, come from Essex County, in the state of New Jersey. In other words, the Examining Attorney has not satisfied

the second requirement for finding that a mark is primarily geographically descriptive – namely, the goods-place association. She concludes

that the public would be likely to believe that Applicant’s goods come from Essex County, state of New Jersey, without explaining or

providing evidence to support her reasons for arriving at this conclusion and without providing any proof that Essex County has any special

notoriety with respect to Applicant’s goods as listed in the application.

Applicant’s goods as set forth in the application are “ electronic racks; drawers and shelving for mounting to electronic racks; fans

and power strips for mounting to electronic racks; rack mounted power distribution systems, namely, electrical transformers and isolation

systems for mounting within electronic racks.”  Applicant’s corporate office is located in the city of Fairfield, state of New Jersey; however,



in addition to its corporate office, Applicant also owns factories in the states of California and Illinois, as well as the province of Ontario,

Canada.  See Exhibit D.

Neither Essex County nor the city of Fairfield, state of New Jersey have any renown for “electronic racks.”  In this regard, attached

are Internet search results conducted for 1) Essex County, New Jersey, 2) Essex County electronic racks, 3) Fairfield, New Jersey, or 4)

electronic racks. None of the search results reference Applicant’s goods in association with theses search results. Therefore, Applicant’s

mark ESSEX is arbitrary with respect to Applicant’s goods.  See Exhibit E.

Finally, Applicant respectfully submits that “ESSEX” is too unspecific to be deemed primarily geographically descriptive. In World

Carpets, Inc. v. Dick Littrell’s New York Carpets, 168 U.S.P.Q. 609, 612-613 (5th Cir. 1971), the Board found the term “WORLD” to be

registrable, notwithstanding the Examining Attorney’s refusal under Section 2(e)(2). 168 U.S.P.Q. at 613. The Board recognized that

“WORLD” was far too broad to call to mind any one identifiable place of origin. Like the terms “GLOBE,” “NATIONAL,” and

“INTERNATIONAL,” the term “WORLD” was conceivably a geographic reference, but one that lacked sufficient specificity to link it with

any one place. Applicant’s mark, “ESSEX,” is similarly non-specific from a geographical standpoint and, therefore, Section 2(e)(2) should

not bar registration of this mark. Id. Seealso Sears, Roebuck & Co. v. Allstate Motors, Inc., 110 U.S.P.Q. 485 (N.D.Ill. 1956) (finding

“ALLSTATE” registrable); Century Distilling Co. v. Continental Distilling Corp., 23 F.Supp. 705, 38 U.S.P.Q. 105 (E.D. Pa. 1938) (finding

“DIXIE” registrable), rev’d in part, 106 F.2d 486 (3rd Cir. 1939), cert. denied, 309 U.S. 602 (1940); R. Callman, The Law of Unfair

Competition, Trademarks and Monopolies199 (1969) (noting that “NATIONAL” and “INTERNATIONAL” are not geographically

descriptive).

For all of the reasons set forth above, Applicant respectfully requests withdrawal of the refusal under Section 2(e)(2) and that the

Examining Attorney approve Applicant’s mark for publication in theOfficial Gazette.
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GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL CLASS 009

DESCRIPTION

Electronic racks; drawers and shelving for mounting to electronic racks; fans and power strips for mounting to electronic racks; rack mounted
power distribution systems, namely, electrical transformers and isolation systems for mounting within electronic racks

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL CLASS 009

TRACKED TEXT DESCRIPTION

Electronic racks; Electronic racks in the nature of mounting racks for electronic components; drawers and shelving for mounting to electronic
racks; drawers and shelving for mounting specifically adapted for use with racks for electronic components; fans and power strips for
mounting to electronic racks; fans and power strips specifically designed to be mounted to racks for electronic components; rack mounted
power distribution systems, namely, electrical transformers and isolation systems for mounting within electronic racks; rack mounted
electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting within
electronic racks for electronic components

FINAL DESCRIPTION

Electronic racks in the nature of mounting racks for electronic components; drawers and shelving for mounting specifically adapted for use
with racks for electronic components; fans and power strips specifically designed to be mounted to racks for electronic components; rack
mounted electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting
within electronic racks for electronic components

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (020)(class added)

INTERNATIONAL CLASS 020

DESCRIPTION

Electronic racks, namely, wall mounted racks for holding electronic components

FILING BASIS Section 1(b)

PAYMENT SECTION

NUMBER OF CLASSES 1

FEE PER CLASS 325

TOTAL FEES DUE 325
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SIGNATURE SECTION

DECLARATION SIGNATURE
The filing Attorney has elected not to submit the signed declaration, believing no
supporting declaration is required under the Trademark Rules of Practice.

RESPONSE SIGNATURE /Robert E. Cannuscio/

SIGNATORY'S NAME Robert E. Cannuscio

SIGNATORY'S POSITION Attorney of record, Pennsylvania bar member

SIGNATORY'S PHONE NUMBER (215) 988-3303

DATE SIGNED 05/26/2015

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Tue May 26 17:24:52 EDT 2015

TEAS STAMP

USPTO/ROA-XX.XXX.XX.XX-20
150526172452999221-863625
13-530edb38faae916b52d6c5
6921df88fdf72b1a37ef336ab
f5c8271e358a79e2-CC-8117-
20150526163145183640
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Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 86362513 ESSEX(Standard Characters, see http://tsdr.uspto.gov/img/86362513/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

   :  
Serial No. : 86/362,513   
     
Mark : ESSEX :  

 

Revised Class 9 ID:
Electronic racks in the nature of mounting racks for electronic components; drawers and shelving for mounting specifically adapted for use with
racks for electronic components; fans and power strips specifically designed to be mounted to racks for electronic components; rack mounted
electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting within
electronic racks for electronic components
 
Revised Class 20 ID:
 
Electronic racks, namely, wall mounted racks for holding electronic components
 

OFFICE ACTION RESPONSE
 

In a November 26, 2014 Office Action (the “Office Action”), the Examining Attorney refused registration of Applicant’s mark, Ser. No.



86/362,513 – ESSEX, on the ground that the mark is primarily geographically descriptive as applied to Applicant’s goods within the meaning of

 Section 2(e)(2) of the Trademark Act. 

For the reasons set forth below, the Examining Attorney is respectfully requested to reconsider and withdraw her refusal to register the

ESSEX mark. 
APPLICANT’S MARK IS NOT PRIMARILY GEOGRAPHICALLY DESCRIPTIVE OF THE ORIGIN OF APPLICANT’S GOODS
 

The Examining Attorney explains in the Office Action that “Essex identifies a county in New Jersey” and that “purchasers are likely to

believe that Applicant’s goods originate in Essex because Applicant is located in Essex County, city of Fairfield, in the state of New Jersey.”  

Therefore, the Applicant’s mark is primarily geographically descriptive of the origin of Applicant’s goods.”  To support this conclusion, the

Examining Attorney cites TMEP §1210.01(a);see In re Societe Generale des Eaux Minerales de Vittel S.A., 824 F.2d 957, 959, 3 USPQ2d 1450,

1452 (Fed. Cir. 1987); In re Hollywood Lawyers Online, 110 USPQ2d 1852, 1853 (TTAB 2014).

Applicant respectfully submits that the Examining Attorney’s conclusion that ESSEX is primarily geographically descriptive of the

origin of Applicant’s goods is not supported by the law or the facts of this case. In particular, when the test for determining whether a mark is

primarily geographically descriptive of the origin of Applicant’s goods is properly applied, Applicant’s mark cannot be deemed primarily

geographically descriptive of the origin of Applicant’s goods.   Therefore, the refusal to register Applicant’s ESSEX mark should be withdrawn.  

A mark is primarily geographically descriptive of the origin of the associated goods if the goods actually originate in the geographic place

identified in the mark and the mark (1) has as itsprimary significance agenerallyknown geographic place; and (2) identifies products that

purchasers are likely to believe mistakenly are connected with that location (emphasis added). Institut National Des Appellations D’Origine v.

Vintners Int’l co., 22 U.S.P.Q.2D (BNA) 1190, 1195 (Fed. Cir. 1992). A mark is notprimarily geographic where the geographic meaning is not

likely to be connected with the goods. In re Nantucket, Inc., 213 U.S.P.Q. (BNA) 889, 893 (CCPA 1982). Moreover, it is not enough that the

mark is the name of a place generally known to the public. “[T]he PTO must establish that the public associates the goods with the place which

the mark names.”  In re Jacques Bernier Inc., 13 U.S.P.Q.2d (BNA) 1725, 1726 (Fed. Cir. 1990) (citations omitted). This required association by

the general public is commonly referred to as a “goods-place association.”

The Examining Attorney has introduced evidence to demonstrate that the term “Essex” has geographic significance in the form of an

excerpt from what Applicant believes to beThe Columbia Gazetteer of the Worldand a printout fromwww.fairfieldnj.orgweb site regarding the

Township of Fairfield, Essex County, New Jersey. The Examining Attorney has not, however, established that the term “Essex” hasprimary

geographic significance because she has not presented evidence that the public would associate the word “Essex” with the city of Fairfield, in

Essex County, New Jersey. Though concededly a county in the state of New Jersey, The American Heritage Dictionary of the English Language,

a copy attached as Exhibit A, defines “Essex” as “a historical region and Anglo-Saxon kingdom of southeast England. The mark ESSEX could,

therefore, just as easily allude to goods originating from Essex County, England.  See Exhibit B. It could also refer to any number of cities or

other counties in the United States named after Essex, England, such as the cities of Essex in Connecticut, Maryland and Massachusetts and the

county of Essex in Vermont. See Exhibit C. The foregoing makes clear that the term “Essex” does not have as itsprimary significance the New

Jersey county identified by the Examining Attorney.

The Examining Attorney has also not established why the public would be likely to believe mistakenly that Applicant’s goods, identified

by the mark ESSEX, come from Essex County, in the state of New Jersey. In other words, the Examining Attorney has not satisfied the second

requirement for finding that a mark is primarily geographically descriptive – namely, the goods-place association. She concludes that the public

would be likely to believe that Applicant’s goods come from Essex County, state of New Jersey, without explaining or providing evidence to



support her reasons for arriving at this conclusion and without providing any proof that Essex County has any special notoriety with respect to

Applicant’s goods as listed in the application.

Applicant’s goods as set forth in the application are “ electronic racks; drawers and shelving for mounting to electronic racks; fans and

power strips for mounting to electronic racks; rack mounted power distribution systems, namely, electrical transformers and isolation systems

for mounting within electronic racks.”  Applicant’s corporate office is located in the city of Fairfield, state of New Jersey; however, in addition

to its corporate office, Applicant also owns factories in the states of California and Illinois, as well as the province of Ontario, Canada. See

Exhibit D.

Neither Essex County nor the city of Fairfield, state of New Jersey have any renown for “electronic racks.”  In this regard, attached are

Internet search results conducted for 1) Essex County, New Jersey, 2) Essex County electronic racks, 3) Fairfield, New Jersey, or 4) electronic

racks. None of the search results reference Applicant’s goods in association with theses search results. Therefore, Applicant’s mark ESSEX is

arbitrary with respect to Applicant’s goods.  See Exhibit E.

Finally, Applicant respectfully submits that “ESSEX” is too unspecific to be deemed primarily geographically descriptive. In World

Carpets, Inc. v. Dick Littrell’s New York Carpets, 168 U.S.P.Q. 609, 612-613 (5th Cir. 1971), the Board found the term “WORLD” to be

registrable, notwithstanding the Examining Attorney’s refusal under Section 2(e)(2). 168 U.S.P.Q. at 613. The Board recognized that

“WORLD” was far too broad to call to mind any one identifiable place of origin. Like the terms “GLOBE,” “NATIONAL,” and

“INTERNATIONAL,” the term “WORLD” was conceivably a geographic reference, but one that lacked sufficient specificity to link it with

any one place. Applicant’s mark, “ESSEX,” is similarly non-specific from a geographical standpoint and, therefore, Section 2(e)(2) should not

bar registration of this mark. Id. Seealso Sears, Roebuck & Co. v. Allstate Motors, Inc., 110 U.S.P.Q. 485 (N.D.Ill. 1956) (finding

“ALLSTATE” registrable); Century Distilling Co. v. Continental Distilling Corp., 23 F.Supp. 705, 38 U.S.P.Q. 105 (E.D. Pa. 1938) (finding

“DIXIE” registrable), rev’d in part, 106 F.2d 486 (3rd Cir. 1939), cert. denied, 309 U.S. 602 (1940); R. Callman, The Law of Unfair

Competition, Trademarks and Monopolies199 (1969) (noting that “NATIONAL” and “INTERNATIONAL” are not geographically

descriptive).

For all of the reasons set forth above, Applicant respectfully requests withdrawal of the refusal under Section 2(e)(2) and that the

Examining Attorney approve Applicant’s mark for publication in theOfficial Gazette.

EVIDENCE

Original PDF file:
evi_121994026-20150526163145183640_._Exhibit_A_-_ESSEX.pdf
Converted PDF file(s) ( 2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_121994026-20150526163145183640_._Exhibit_B_-_ESSEX.pdf
Converted PDF file(s) ( 2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_121994026-20150526163145183640_._Exhibit_C_-_ESSEX.pdf
Converted PDF file(s) ( 8 pages)
Evidence-1
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Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Original PDF file:
evi_121994026-20150526163145183640_._Exhibit_D_-_ESSEX.pdf
Converted PDF file(s) ( 2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_121994026-20150526163145183640_._Exhibit_E_-_ESSEX.pdf
Converted PDF file(s) ( 5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current:  Class 009 for Electronic racks; drawers and shelving for mounting to electronic racks; fans and power strips for mounting to electronic
racks; rack mounted power distribution systems, namely, electrical transformers and isolation systems for mounting within electronic racks
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use:For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Proposed:
Tracked Text Description: Electronic racks; Electronic racks in the nature of mounting racks for electronic components; drawers and shelving
for mounting to electronic racks; drawers and shelving for mounting specifically adapted for use with racks for electronic components; fans and
power strips for mounting to electronic racks; fans and power strips specifically designed to be mounted to racks for electronic components; rack
mounted power distribution systems, namely, electrical transformers and isolation systems for mounting within electronic racks; rack mounted
electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting within
electronic racks for electronic components

Class 009 for Electronic racks in the nature of mounting racks for electronic components; drawers and shelving for mounting specifically adapted
for use with racks for electronic components; fans and power strips specifically designed to be mounted to racks for electronic components; rack
mounted electronic power distribution systems, comprised of namely, electrical transformers and isolation systems transformers, for mounting
within electronic racks for electronic components
Filing Basis: Section 1(b), Intent to Use:For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Applicant hereby adds the following class of goods/services to the application: 
New: Class 020 for Electronic racks, namely, wall mounted racks for holding electronic components
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Filing Basis: Section 1(b), Intent to Use:For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

FEE(S)
Fee(s) in the amount of $325 is being submitted.

SIGNATURE(S)
Declaration Signature
I hereby elect to bypass the submission of a signed declaration, because I believe a declaration is not required by the rules of practice. I
understand that the examining attorney could still, upon later review, require a signed declaration.
Response Signature
Signature: /Robert E. Cannuscio/     Date: 05/26/2015
Signatory's Name: Robert E. Cannuscio
Signatory's Position: Attorney of record, Pennsylvania bar member

Signatory's Phone Number: (215) 988-3303

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the applicant's attorney or an
associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the applicant in this matter: (1) the applicant has filed or is concurrently
filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the applicant's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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