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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION
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SERIAL NO. 86813875
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*86813875*
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LEHRMAN & ZISSU,
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4 TIMES SQUARE,
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10036
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LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: MK
Diamond Products, Inc.
CORRESPONDENT’S
REFERENCE/DOCKET
NO:
M-K 1508264
CORRESPONDENT
E-MAIL ADDRESS:
Beckerdocket@fzlz.com

OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW. A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

ISSUE/MAILING DATE: 6/14/2018
Upon further examination, the FINAL action dated 12/23/2017, is withdrawn and replaced with this NON-FINAL action below. The applicant
must timely respond to the issues detailed below. The examining attorney apologizes for the lack of consistency and clear direction but assures
the applicant that the Office has carefully considered the issues herein and has been diligently working to resolve this matter.
The USPTO has recognized that “consistency is highly desirable,” In re Omega SA, 494 F.3d 1362, 83 USPQ2d 1541, 1544 (Fed. Cir. 2007).
However, consistency is not a substantive rule of trademark law, and a desire for consistency with the decisions of prior examining attorneys
must yield to proper determinations under the Trademark Act and rules. See, In re Cordua Rests., 823 F.2d 594, 118 USPQ2d 1632, 1634 (Fed.
Cir. 2016). Each mark must be evaluated on its own facts and record. In re Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cir.
2001).
Accordingly, after much deliberation, the following new requirements and refusals are issued to which the applicant must now respond:
Section 2(e)(5) refusal based on the functional configuration of the goods;
Sections 1, 2, and 45 refusal based on non-distinctive product design;
Drawing and mark description requirement; and
Information requirement.
Section 2(e)(5) Refusal – Mark is Functional Design for Goods

Registration is refused because the applied-for mark, which consists of a three-dimensional configuration of the goods, appears to be a functional
design for such goods. Trademark Act Section 2(e)(5), 15 U.S.C. §1052(e)(5); see TMEP §1202.02(a)-(a)(ii). A feature is functional if it is
“‘essential to the use or purpose of the [product]’” or “‘it affects the cost or quality of the [product].’”
TrafFix Devices, Inc. v. Mktg.
Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001) (quoting Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d
1161, 1163-64 (1995)); Inwood Labs., Inc., v. Ives Labs., Inc., 456 U.S. 844, 850 n.10, 214 USPQ 1, 4 n.10 (1982); TMEP §1202.02(a)(iii)(A).
A mark that consists of a three-dimensional configuration of a product is functional, and thus unregistrable, when the evidence shows that the

design provides identifiable utilitarian advantages to the user; i.e., the product “has a particular shape because it works better in [that] shape.”
Valu Eng’g, Inc. v. Rexnord Corp. , 278 F.3d 1268, 1274, 61 USPQ2d 1422, 1425 (Fed. Cir. 2002) (internal punctuation and citation omitted);
see TMEP §1202.02(a)(iii)(A).
The evidence need not establish that the configuration at issue is the very best design for the particular product. A configuration can be held
functional when the evidence shows that it provides a specific utilitarian advantage that makes it one of a few superior designs available. See In
re Bose Corp., 772 F.2d 866, 227 USPQ 1 (Fed. Cir. 1985) (holding shape of a loudspeaker system enclosure functional because it conforms to
the shape of the sound matrix and is thereby an efficient and superior design); In re Dietrich, 91 USPQ2d 1622 (TTAB 2009) (holding particular
spoke arrangement of a bicycle wheel functional because it is more stable and provides better performance than wheels with other spoke
arrangements featuring the same or greater number of spokes); TMEP §1202.02(a)(v), (a)(v)(C).
Determining functionality normally involves consideration of one or more of the following factors, commonly known as the “ Morton-Norwich
factors”:
(1)

The existence of a utility patent disclosing the utilitarian advantages of the design sought to be registered.

(2)

Advertising materials of the applicant that tout the design’s utilitarian advantages.

(3)

The availability to competitors of alternative designs.

(4)

Facts indicating that the design results in a comparatively simple or inexpensive method of manufacture.

In re Becton, Dickinson & Co., 675 F.3d 1368, 1374-75, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); In re Morton-Norwich Prods., Inc., 671 F.2d
1332, 1340-41, 213 USPQ 9, 15-16 (C.C.P.A. 1982); TMEP §1202.02(a)(v). It is not required that all four factors be proven in every case, nor
do all four factors have to weigh in favor of functionality to support a functionality refusal. Poly-America, LP v. Ill. Tool Works, Inc., 124
USPQ2d 1508, 1514 (TTAB 2017) (citing In re Change Wind Corp., 123 USPQ2d 1453, 1456 (TTAB 2017); In re Heatcon, Inc., 116 USPQ2d
1366, 1370 (TTAB 2015)); TMEP §1202.02(a)(v).
Applicant’s mark consists of a three-dimensional configuration of a circular saw blade wherein the particular angles and arrangement of cutouts on the blade are claimed as features of the mark. Applicant has not claimed the overall round shape of the saw blade nor the holes at the
center. Specifically, applicant’s mark description indicates that the elements of the configuration that are claimed as a feature of the mark are a
repeating slot design around the circumference of the blade with three holes between each slot repeating around the blade.
Functionality of Cut-Outs in Circular Saw Blades
Circular saw blades come in many configurations, and it is important to choose the correct blade for the project both from a safety standpoint
and to make a precise, clean cut. The attached evidence from www.rockler.com, titled “Saw Blades 101,” discusses some of the types of cutouts that commonly appear in saw blades generally and also appear in applicant’s configuration mark. This article indicates that “gullets” (the
“slots” described in applicant’s mark description) are cut-outs that aid in removal of debris. According to this article, smaller gullets inhibit a
feed rate that is too fast, and larger gullets remove more debris more quickly. This article also discusses the angles of cut-outs in blades, which
affect feed rate and affect the tendency of a blade to “climb” the material being cut.
Additional attached evidence from www.kmstools.com, titled “Diamond Blades – Blade Guide 101,” discusses the different types of diamond
blades, including those with segmented rims, such as the applicant’s blade, and explains that these blades may be used without water due to the
cut-outs (segments) on the blade edge.
These [segments divided by gullets] allow for air flow and cooling of the blade core. The segments also allow for better exhaust of
debris, allowing for a swifter cut. One of the risks to the lifetime of a diamond blade is overheating, which affects the bond and can warp
the blade. Segmented blades are the best option when water is not available.
Attached evidence from www.lowes.com, titled “Circular Saw Blade Buying Guide,” details that with standard circular saw blades, “Gullets
between the teeth remove chips from the work pieces” and “Expansion slots cut into the rim help prevent the blade from warping as it expands
and contracts during use. They reduce vibration, creating a straighter cut.” This evidence also details how segmented blades “have a rim
divided by gullets similar to those on a standard blade.”
The attached evidence from www.carbideprocessors.com discusses the various angles of cut-outs on circular saw blades, indicating that the
angle of these slots has utilitarian function and various angles work better or less well depending on the surface to be cut. After discussing the
pros and cons of various angles, the article concludes that, “The gullet has to be the right size and shape to handle all the material the tooth cuts,
” and, “As a saw blade heats up the outside grows more than the inside so you need expansion slots to keep the blade flat and true.”
Attached evidence from www.diamond-blade.org also discusses different types of diamond circular saw blades, noting that with segmented

blades
The spaces of air that separate the diamond segments are called gullets or slots. The slots are there to improve air flow, cutting materials
dust, dissipate heat, and remove slurry from the cut, helping to maintain the saw blade’s cutting performance. The size and shape of the
gullets vary from blade to blade and will depend on the type of material the blade designed to cut.
For example, blades for cutting asphalt tend to have wider, U-shaped slots while diamond saw blades for concrete tend to have narrower
U-shaped slots or Key hole slot. The more abrasive the material, the wider the slot should be to allow for better heat dissipation. Other
slots shapes include teardrop and angled. Segmented diamond saw blades with narrow slots are generally for marble and granite while
keyhole shaped slot blades tend to be for general purpose.
The photographs in this evidence show that a keyhole segmented blade has v-shaped slots/gullets ending in a rounded area very similar to those
shown by the applicant’s drawing.
Yet another website with a “Saw Blades 101” lesson is found at www.ereplacementparts.com, attached herein. This article states that
manufactures are not always specific about what a blade is designed for “requiring customers to be more familiar with all the ins and outs of
standard saw blade design” to pick the best blade for a project. This article states that many “general use” or “multiple use” blades are actually
best suited for particular uses based on the configuration of the blade. In order to familiarize consumers with saw blade configuration, the article
discusses gullets, which “allow saw dust and chips to be ejected from the blade and cutting area” and expansion slots and holes.
Cuts in the blade that start from the outside edge are called "expansion slots," and they usually include small holes at the end of a curved
shape. These cuts give the blade a little room to expand when heating up during use, and they help dissipate some of the heat in the blade.
Keeping heat down like this helps saw blades cut more efficiently and last longer. Expansion cuts also help reduce blade vibration a little.
Further attached evidence from http://circularsawblade.net indicates that expansion slots are cuts in the blade plate that disperse heat preventing
blade deformation. “With many blade designs, the ends of the expansion slots are connected to holes in the center of a saw blade, positioned
towards the arbor. These rounded holes are there to reduce vibration.”
Further attached evidence from www.concretenetwork.com includes a buyer’s guide for diamond blades used to cut concrete. Images on this
website include segmented blades with circular cutouts within the blades.
The totality of this evidence shows clearly that the patterns of cut-outs in saw blades have functional utility, that consumers are aware of slight
differences in the patterns of the cut-outs, which they will look for not to indicate the source of the goods, but to indicate the intended use and
limitations of the product.
With specific reference to applicant’s particular saw blade configuration, notably, in paragraph three of the declaration of Brian Delahut,
provided by the applicant in its response dated September 12, 2016, Mr. Delahut indicates that the presence of the cut-outs in the applicant’s
blades is “virtually” non-functional, and that the “functionality of the cut-outs are all but eliminated” by the manufacturing process used by the
applicant. This statement indicates that there is some functionality in the design and placement of these cut-outs. Consumers are trained to look
for cut-outs to indicate function and purpose of these goods. Applicant’s attempt to downplay the functionality of the saw blade configuration is
an effort that is likely lost on consumers. Consumers will clearly see the functionality of the applicant’s product configuration.

Patents
Considering the first Morton-Norwich factor, although applicant has, in response to inquiry, indicated that it holds no patents (see further
inquiry, below), the absence of patent evidence is not indicative that the configuration of applicant’s goods is not overall functional. A thirdparty utility patent is relevant evidence of functionality when the patent discloses the utilitarian advantages of the applied-for product
configuration sought to be registered. See, e.g., Kistner Concrete Prods. Inc. v. Contech Arch Techs., Inc., 97 USPQ2d 1912, 1921 n.7 (TTAB
2011); In re Dietrich, 91 USPQ2d 1622, 1627 (TTAB 2009); TMEP §1202.02(a)(v)(A). The owner of a utility patent is not relevant to
determining functionality. In re Heatcon, Inc., 116 USPQ2d 1366, 1371 (TTAB 2015) (citing In re Pohl-Boskamp GmbH & Co., 106 USPQ2d
1042, 1046 n.22 (TTAB 2013); In re Mars Inc., 105 USPQ2d 1859, 1861 (TTAB 2013); In re Virshup, 42 USPQ2d 1403, 1405 (TTAB 1997)).
Attached evidence from https://patents.google.com, consisting of information regarding utility patent number US8701536B2, describes the
background of its invention, which is a circular sawblade wherein the essence of the invention is the shape of the gullets in the blade:
Gullets, in the form of cutouts extending inwardly from the periphery of the blade, are often interspaced between the cutters to aid
cutting, by relieving stresses in the blade and removing swarf. A variety of gullet configurations may be used. The actual gullet
configuration employed for a particular blade is based on the cutting application(s) for which the blade is expected to be used.

Saw blades having relatively narrow gullets have been found useful in sawing of construction material with portable power saws, and in
other masonry cutting applications on stationary machines, where smooth cutting action is desired. It has been found that the smoothness
of cutting action is enhanced when the cutters are placed relatively close to one another, such as provided by the use of relatively narrow
gullets…. Alternatively, saw blades having relatively wide gullets … typically have a relatively large radius at their inner ends, which have
been found to provide the blade with relatively high fatigue strength. These gullets may thus be beneficial in relatively high-stress cutting
environments, such as floor sawing of asphalt or concrete, in which other blade types tend to fail due to stress cracks propagating from
the gullets.
Keyhole-shaped gullets attempt to combine benefits of both narrow and wide gullets. These gullets enable the cutters of a blade to be
positioned relatively close to one another (e.g., so as to provide a smooth cutting action) while also providing each gullet with a relatively
large radius at its radially inner end (e.g., so as to help reduce crack formation).
Additional attached evidence regarding U.S. utility patent number US5896800A also details the purpose of gullets and indicates how the
circumferential distance between adjacent gullets affects stability of the blade. This patent also details (in number 32 in the drawings) the
“expansion slots,” which are holes throughout the blade that “enable flexing of the blade, under high-heat cutting application.”
Another U.S. utility patent, US5351595A, attached herein, describes the prior art by indicating that circular saw blades typically have a plurality
of expansion slots “of various configurations” to prevent blade warpage from heat and to dissipate stress, and different types of blades have
different shapes for the expansion slots for cutting different material. “Expansion slots are not new to the industry and are intended to relieve
stress, to aid in cleaning out the kerf, to attain straighter cutting action and to achieve other beneficial results.” The summary of the invention
section further details the need for expansion slots:
The expansion slots dissipate heat generated by friction between the workpiece and the cutting elements. This prevents the buildup of
static stresses in both the cutting element and the body of the blade, thereby lessening the likelihood of fracture of the blade when in use,
under dynamic stress. When the saw is in a bind, the expansion slots allow relative lateral movement of the cutting elements with respect
to one another and permit the plural cutting elements to go back to normal after the binding action recedes.
The summary of the invention section also details that a relatively shallow gullet “improves the cutting speed and durability of the blade, and
allows for sufficient heat dissipation and expansion of the blade by the utilization of a plurality of expansion slots.”
Yet another attached U.S. utility patent, US4776251A, details a circular saw blade with “strain compensating, heat dissipating slots” wherein
the slots “compensate for strain, dissipate heat, not become packed with sawdust during operation and not damage either the lumber being cut or
the guides in which it runs.” The precise shape of the cutouts in the saw blade are the essence of the invention.
In addition to the patents, two applications for utility patents are attached herein:
US20090199693A1, titled “Circular Saw Blade With Elliptical Gullets,” shows the variety of shapes that gullets can take, including
angled gullets; and
US20090199692A1, titled “Circular Saw Blade With Offset Gullets,” shows additional gullet configurations.
The combination of patent evidence clearly establishes that the various cut-outs, gullets, slots, and holes in circular saw blades are utilitarian
rather than merely decorative, that the precise distance between the cut-out elements has distinct functionality as does the angle, shape, and
placement. Although there is no direct evidence regarding the precise formation of cut-outs disclosed in the applicant’s drawing, the overall
showing by the patent evidence attached herein is that these cut-outs are overall functional and utilitarian in purpose. A patent need not claim
the exact configuration for which trademark protection is sought to prove functionality. See In re Becton, Dickinson & Co., 675 F.3d at 1375,
102 USPQ2d at 1377 (citing TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. at 32-33, 34-35, 58 USPQ2d at 1005). “[S]tatements in a
patent’s specification illuminating the purpose served by a design may constitute equally strong evidence of functionality.” In re Loggerhead
Tools, LLC, 119 USPQ2d 1429, 1432 (TTAB 2016) (quoting In re Becton, Dickinson & Co., 675 F.3d at 1375, 102 USPQ2d at 1377).
Therefore, the patent evidence shows that consumers are not likely to look to these cut-outs or shapes as an indicator of source for the goods,
but will perceive them as overall functional because they are, overall, functional.
Applicant’s Advertising
Attached evidence from applicant’s website shows that the saw blade configuration that is the subject of this application is a dry-cutting
multipurpose diamond segmented blade, and the applicant’s advertising specifically states that heat dissipation is a concern with dry-cutting
blades. It is noted that the advertising contains no discussion of the shape of the cutouts – either for trademark purposes ( e.g., “look for”
advertising) or for detailing the functionality of the configuration.
Applicant’s affidavit of Vice President Brian Delahaut states that the saw-blade industry is a highly visual business wherein customers will

purchase goods based on something they can remember about the appearance of the goods (item no. 18 in the affidavit provided in the
applicant’s 9/12/2016 response). That the advertising does not draw attention, therefore, to the shape of the cut-outs is telling. It is noted that
the goods have a distinct color combination and tiger-head logo, both being prominently displayed in applicant’s advertising. The distinct color
combinations and logo give consumers something visual to retain when looking for the goods other than the non-distinctive, and functional,
shape of the goods.
Applicant’s affidavit indicates that the applicant’s manufacturing process eliminates the need for cut-outs to provide cooling during cutting.
However, the applicant’s website evidence clearly states that “cutting blades require sufficient airflow about the blade to prevent overheating of
the steel core.” Thus, the advertising evidence appears to belie applicant’s statement that the configuration of the mark is non-functional, as the
evidence discussed above shows that it is standard with circular saw blades for cut-outs to dissipate heat.
Finally, previously attached evidence shows competitors’ advertising detailing the functionality of various cut-outs in circular saw blades.
Competitors’ advertising and promotional materials that extol specific utilitarian advantages of the applied-for product design are strong
evidence that the matter sought to be registered is functional. TMEP §1202.02(a)(v)(B); see, e.g., In re Heatcon, Inc., 116 USPQ2d 1366,
1374-75 (TTAB 2015); In re Van Valkenburgh, 97 USPQ2d 1757, 1763 (TTAB 2011).

Availability of Alternative Designs

Previously attached evidence shows use of highly similar designs by applicant’s competitors. This evidence includes:
A page from the internet retail website HarborFreight.com, showing MOLY CARB® brand circular saw blade, which has notches with
circular cut-outs at their ends;
A page from the internet retail website Rockler.com, showing a FREUD® brand circular saw blade with circular holes cut into the blade.
A page from the internet retail website Lowes.com, discussing circular saw blades and what it identifies as “expansion slots,” which reads
in part, “Expansion slots help prevent the blade from warping as it expands and contracts during use. The end result is less vibration and a
straighter cut.” Also on this page are images of other saw blades with similar cut-outs to applicant’s and cutting surfaces that are similar
to that found in applicant’s proposed mark.
Another page from the internet retail website Lowes.com, showing a KOBALT® brand circular saw blade with angled notches.
One final page from the internet retail website Lowes.com, showing another KOBALT® brand circular saw blade with circle cut-outs
around the perimeter of the blade.
Images from the internet retail website picclick.com showing various blades with “cooling holes,” gullets, slots, and holes.
The overall evidence shows that makers of saw blades have choices for placement of the cut-outs, but that the cut-outs all fit within parameters
that are highly similar to applicant’s. For instance, square cut-outs are not found. The evidence establishes that the options for configurations
dissimilar to applicant’s are limited.
Although the precise placement of the cut-outs may leave room for competitors to use alternative configurations, when functionality is found
based on other considerations (as is the case here), there is “no need to consider the [third Morton-Norwich factor regarding] availability of
alternative designs, because the feature cannot be given trade dress protection merely because there are alternative designs available.” In re
Becton, Dickinson & Co., 675 F.3d 1368, 1376, 102 USPQ2d 1372, 1378 (Fed. Cir. 2012) (quoting Valu Eng’g Inc. v. Rexnord Corp. , 278 F.3d
1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 2002)); TMEP §1202.02(a)(v)(C).
Cost or Ease of Manufacture
Applicant’s affidavit avers that the cost of manufacture is actually increased by the configuration elements in the drawing.
While evidence showing that a product feature results from a comparatively simple or inexpensive method of manufacture supports a
finding that the design is functional, the opposite is not necessarily the case. That is, assertions by the applicant that its design is more
expensive or more difficult to make, or that the design does not affect the cost, will not establish that the configuration is not functional.
In re Dietrich, 91 USPQ2d 1622, 1637 (TTAB 2009) ("Even at a higher manufacturing cost, applicant would have a competitive
advantage for what is essentially, as claimed in the patents, a superior quality wheel."); In re N.V. Organon, 79 USPQ2d 1639, 1646
(TTAB 2006) . Designs that work better or serve a more useful purpose may, indeed, be more expensive and difficult to produce.
TMEP §1202.02(a)(v)(D).

Conclusion
In sum, the evidence is strong that the overall configuration of a saw blade’s cut-outs, including expansion slots, gullets, and various other
holes, is functional. Applicant’s assertion that minor detailing, such as the angle of the gullets, are not functional is both countered by the
evidence that every factor of the cut-outs aids overall functionality, and is not sufficient to overcome the totality of functional elements in the
configuration. A few arbitrary or otherwise nonfunctional features included within a product configuration mark do not affect a functionality
determination where the evidence shows the overall design to be functional. See Textron, Inc. v. U.S. Int’l Trade Comm’n , 753 F.2d 1019,
1024-27, 224 USPQ 625, 628-30 (Fed. Cir. 1985); In re Vico Prods. Mfg. Co., 229 USPQ 364, 368 (TTAB 1985); TMEP §1202.02(a)(v).
Specifically, an applied-for mark possessed of significant functional features should not qualify for registration where insignificant elements of
the design are non-functional. In re Becton, Dickinson & Co., 675 F.3d at 1374, 102 USPQ2d at 1376.
The evidence provided by the trademark examining attorney has established a prima facie case that the applied-for mark is overall functional;
therefore, the burden now shifts to applicant to provide “competent evidence” of the applied-for mark’s nonfunctionality. See In re Becton,
Dickinson & Co., 675 F.3d 1368, 1374, 102 USPQ2d 1372, 1376 (Fed. Cir. 2012); In re R.M. Smith, Inc., 734 F.2d 1482, 1484, 222 USPQ 1, 3
(Fed. Cir. 1984); TMEP §1202.02(a)(iv). The “competent evidence” standard requires proof by a preponderance of the evidence. In re Becton,
Dickinson & Co., 675 F.3d at 1374, 102 USPQ2d at 1377.
The examining attorney has carefully considered the arguments and evidence provided over the lengthy prosecution process of this application
and has determined that the evidence against the refusal is not persuasive and does not rise to the level of a preponderance. Id. Accordingly, the
mark is refused registration based on the functionality of the configuration of the goods.
Note that functional matter may not be registered on either the Principal or Supplemental Registers, regardless of evidence of acquired
distinctiveness. Trademark Act Sections 2(e)(5) and 23(c), 15 U.S.C. §§1052(e)(5), 1091(c); see TrafFix Devices, Inc., 532 U.S. at 29, 58
USPQ2d at 1006; In re Controls Corp. of Am., 46 USPQ2d 1308, 1311 (TTAB 1998); TMEP §1202.02(a)(iii)(A).
Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support
of registration.
Sections 1, 2, and 45 Refusal – Non-Distinctive Product Design
Distinctiveness and functionality are two separate issues in an application for a three-dimensional configuration mark consisting of a product
design. See TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001 (2001); In re Ennco Display Sys., Inc., 56 USPQ2d
1279 (TTAB 2000); TMEP §1202.02.
In addition to being refused registration as being functional, registration is refused because the applied-for mark consists of a nondistinctive
product design or nondistinctive features of a product design that is not registrable on the Principal Register without sufficient proof of acquired
distinctiveness. Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205,
210, 213-14, 54 USPQ2d 1065, 1068-69 (2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395, 1398 (Fed. Cir. 2006); see TMEP
§1202.02(b)(i).
A product design can never be inherently distinctive as a matter of law; consumers are aware that such designs are intended to render the goods
more useful or appealing rather than identify their source. See Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. at 212-13, 54 USPQ2d at
1068-69; In re Slokevage, 441 F.3d at 962, 78 USPQ2d at 1399. Thus, consumer predisposition to equate a product design with its source does
not exist. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. at 213, 54 USPQ2d at 1069.
Here, applicant’s mark is a three-dimensional view of a saw blade. Thus, the mark consists of the design, or shape, of the goods, and as such,
the mark cannot be inherently distinctive. To counter this refusal, applicant has made a claim of acquired distinctiveness based on five years’
use. However, based on the nature of applicant’s proposed mark, five years’ use is not sufficient to show that consumers attribute the design to
applicant as a trademark recognizing the product design as an indicator of the source of the goods. TMEP §1212; see TMEP §§1212.01,
1212.04(a), 1212.05(a).
An applicant bears the burden of proving that a mark has acquired distinctiveness under Trademark Act Section 2(f). In re La. Fish Fry Prods.,
Ltd., 797 F.3d 1332, 1335, 116 USPQ2d 1262, 1264 (Fed. Cir. 2015) (citing In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420,
1422 (Fed. Cir. 2005)); TMEP §1212.01.
Where, as here, length of use is not sufficient to establish acquired distinctiveness, other actual evidence of acquired distinctiveness may be
provided. TMEP §1212.01; see Ex parte Fox River Paper Corp., 99 USPQ 173, 173-74 (Comm’r Pats. 1953). The amount and type of
evidence necessary to prove acquired distinctiveness depends on the facts of each case and the nature of the mark sought to be registered. TMEP
§1212.01; see In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 1985).
Establishing acquired distinctiveness by actual evidence was explained by the Court of Appeals for the Federal Circuit in the Owens-Corning

Fiberglas case, as follows:
An evidentiary showing of secondary meaning, adequate to show that a mark has acquired distinctiveness indicating the origin of the
goods, includes evidence of the trademark owner’s method of using the mark, supplemented by evidence of the effectiveness of such use
to cause the purchasing public to identify the mark with the source of the product.
In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1125, 227 USPQ 417, 422 (Fed. Cir. 1985).
To support a claim of acquired distinctiveness, an applicant may submit evidence of “advertising expenditures, sales success, length and
exclusivity of use, unsolicited media coverage, and consumer studies (linking the name to a source).” In re Change Wind Corp., 123 USPQ2d
1453, 1467 (TTAB 2017) (quoting In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d 1420, 1424 (Fed. Cir. 2005)).
The amount and character of evidence required to establish acquired distinctiveness under Trademark Act Section 2(f) depends on the nature of
the mark and the circumstances surrounding the use of the mark in each case. TMEP §1212.01; see In re Owens-Corning Fiberglas Corp., 774
F.2d at 1125, 227 USPQ at 422.
Here, as discussed at length above, applicant’s goods comprise an overall common basic shape or design used in the industry. The attached
evidence, as well as previously attached evidence, clearly shows that the overall common configuration in the industry is a round configuration
containing various slots, holes, and cut-outs. Applicant’s product configuration constitutes a mere refinement of commonly adopted and well
known configurations. Overall, saw blades used for the purpose that applicant’s blades are designed for commonly have cut-outs in the blade of
various angles and dimensions. To the extent that there are differences in applicant’s saw blade configuration and those of other saw blades on
the market, these differences are mere minimal refinements of common designs rather than significant departures from these common designs.
Even if applicant is the only current producer of saw blades with the exact angles and placement of the combination of cut-outs in the blades,
this alone does not imbue the configuration with source-identifying significance. This is true even if applicant has been the only producer of saw
blades with this exact permutation for a lengthy time.
Applicant has provided examples of its advertising to support its claim of acquired distinctiveness claim arguing that because its advertising
shows pictures of the product, and indeed has close-up views showing the cut-outs, that the applicant has promoted the product configuration as
a trademark. However, the evidence does not show applicant promoting the placement of the cut-outs on the blade as a source identifier (as a
trademark).
Applicant’s evidence does show several things: (1) that the standard of the industry is to show a picture of the blade next to wording touting the
merits of the various saw blades; (2) that the standard of the industry is to include close-up shots showing the cut-outs and edges of the blade; (3)
that saw blades often come in various, and varied, colors; (4) that applicant’s advertisements lack the “look-for” wording that would indicate
applicant expects consumers to rely on the shape of the blade and its cut-outs as a source indicator; and (5) that to the extent other providers of
saw blades discuss the shape of the cut-outs in their advertising, it is to tout the functionality of these elements (for instance, in applicant’s
exhibit 2 of the applicant’s response dated September 12, 2016, the 4x4 Explorer blade advertisement details the benefits of its “patented
ellipsoidal gullets” being an “outstanding resistance to cracks for safe cut in steel and metal.”)
Thus, it is not clear that the pictures of the saw blades used in advertisement serve to advertise the shape of the cut-outs in saw blades as a
trademark; rather, it appears that they serve to show consumers the type of blade and its functional elements. It is not clear that the shape of the
cut-outs displayed in the advertisements serve to indicate the source of the goods more than the various colors and other trademarks that appear
on the goods. Rather, these advertisements indicate the opposite.
In the recent precedential decision regarding a vehicle light configuration, the TTAB emphasized that merely showing a configuration in
advertisements does not establish that the advertising supports a claim of acquired distinctiveness. Grote Industries v. Truck-Lite Co., LLC,
Opposition No. 91196923 and Cancellation No. 92053498 (March 30, 2018) (“What is needed – and what is missing from this record – is
probative evidence demonstrating that the design presently serves as an indicator of source in the minds of the consuming public.”). In TruckLite, the TTAB stressed that “look-for” style advertising may be crucial for determining that product configurations have acquired
distinctiveness. In Truck-Lite the advertising did not call attention to the six-diode configuration that was at issue, and crucially, the advertising
did not tell consumers to look for this pattern to identify a Truck-Lite product. Similarly, applicant’s advertising does not call attention to the
particular placement of the cut-outs that is claimed by the applicant as being the distinctive feature of its configuration, and crucially,
applicant’s advertising does not tell consumers to “look for” these patterns to recognize applicant’s goods.
Applicant’s declaration from Mr. Delahut also indicates that the primary way applicant sells its product is from demonstration and word of
mouth. Applicant suggests that in the demonstration, the shape of the product is promoted to consumers who will retain it as a trademark
indicating the source of the goods. However, it is likely that consumers’ take-away from the demonstration of the product is the overall
functionality of the goods.
Applicant has also provided signed statements from various distributors indicating that consumers are familiar with the shape of the goods and
ask for it by the shape. However, again, it is not clear that consumers are asking for the goods based on their known functional configuration or

because of distinctiveness of the shape for its trademark function. Much of the wording in these declarations is repeated between the
different statements and contradictory to the matter being asserted (e.g., “Other blades on the market have a similar look…,” “very few blades
are recognized for their design”). These statements do not establish that the particular cut-out shapes that constitute the product configuration
serve as a trademark (to recognize source) or are used by consumers to recognize goods. “To show that a mark has acquired distinctiveness, an
applicant must demonstrate that the relevant public understands the primary significance of the mark as identifying the source of a product or
service rather than the product or service itself.” In re Steelbuilding.com, 415 F.3d at 1297, 75 USPQ2d at 1422.
Finally, applicant’s submission that it has acquired distinctiveness in its design by use over time is not supported by the evidence, which does
not clearly establish that applicant’s design is significantly different enough from others to be considered a substantially exclusive use of the
configuration over time. The usage by applicant cannot be substantially exclusive if the differences in the applicant’s design configuration from
the design configurations of others are not substantial.
Accordingly, applicant’s mark is refused registration on the Principal Register as being a non-distinctive product configuration, and applicant’s
claim of acquired distinctiveness is not sufficient to overcome this refusal.
As an alternative to submitting evidence of acquired distinctiveness, applicant may amend the application to the Supplemental Register.
Trademark Act Section 23, 15 U.S.C. §1091; see 37 C.F.R. §§2.47, 2.75(a); TMEP §§816, 1202.02(b)(i). Note, however, that amending to the
Supplemental Register will only be acceptable if applicant can establish that the product configuration is capable of being a source indicator and
that amending to the Supplemental Register will not overcome the refusal based on functionality, discussed above.
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.

Requirement – Drawing and Mark Description
Based on the foregoing, the drawing of applicant’s applied-for product design mark is not acceptable because it depicts in solid lines
nondistinctive elements that are incapable of functioning as a mark. See TMEP §1202.02(c)(i)(B); cf. TrafFix Devices, Inc. v. Mktg. Displays,
Inc., 532 U.S. 23, 32, 58 USPQ2d 1001, 1006 (2001); In re Famous Foods, Inc., 217 USPQ 177, 177 (TTAB 1983). Generally, nondistinctive
elements of a product design mark that are incapable of functioning as a mark are unregistrable and thus are required to be shown in broken or
dotted lines on the drawing. See 15 U.S.C. §§1051-1052, 1127; 37 C.F.R. §2.52(b)(4); In re Water Gremlin Co., 635 F.2d 841, 844, 208 USPQ
89, 91 (C.C.P.A. 1980); TMEP §1202.02(c)(i)(B).
Specifically, the following non-exhaustive list includes features that are nondistinctive and incapable of functioning as a mark: (1) the overall
“roundness” of the product itself; (2) the center slot(s); (3) the gullets or slots, inclusive of their angles and circular ends; and (4) the cooling
holes and expansion slots. These features are nondistinctive and do not function as a mark because, as the evidence clearly shows, such elements
are so common in the industry for saw blades, because these elements are the same or substantially similar to the designs of competitors’
products, and because consumers are accustomed to seeing such elements on similar products from a variety of providers.
Therefore, applicant must provide (1) a new drawing of the mark showing the nondistinctive elements in broken or dotted lines, and (2) an
amended mark description that references the matter in broken or dotted lines and indicates such matter is not claimed as part of the mark. See
TMEP §1202.02(c)(i)(B), (c)(ii). Applicant must provide the amended drawing regardless of whether the remaining portions of the mark are
determined to be registrable. TMEP §1202.02(c)(i)(B).
However, it is unclear that any elements of applicant’s mark are distinctive and capable as functioning as a trademark to indicate the source of
applicant’s goods. Therefore, no suggested wording for a mark description, and no suggested amendments to the drawing, can be
recommended. See TMEP §1202.02(c)(ii).

Requirement – Information

To permit proper examination of the application, applicant must submit additional information about applicant’s goods. See 37 C.F.R. §2.61(b);
TMEP §§814, 1402.01(e). Specifically, applicant must submit the following:
Advertising that instructs consumers to “look for” elements that are claimed as a feature of the applicant’s mark, specifically, advertising
that touts the various cut-outs in the saw blades as a source indicator for applicant’s goods;
Information indicating when such advertising was used, how widely it was distributed, to whom it was distributed, and the applicant’s use
of this type of advertising relative to other advertising used by the applicant.

Information showing the price point for applicant’s saw blades using the configuration in the application and information about relative
price points for saw blades of applicant’s competitors for saw blades used for the same purposes as the saw blades comprising the
configuration at issue.
Evidence of applicant’s attempts to educate consumers regarding the lack of functionality of the elements in the configuration at issue.
Third-party reviews of the applicant’s goods that refer to the product configuration.
Additionally, applicant must answer the following querries:
What are the intended uses for the saw blades comprising the subject configuration? What “type” of saw blade is this? (e.g., dry-cutting,
diamond, etc.).
What saw types are these saw blades used with?
Is there any functionality for the cut outs in the blade, or is applicant asserting no functionality whatsoever? If there is a functional
element to any of the cut outs, what is the functionality? (e.g., slurry dissipation, heat dissipation, reducing wear and tear on the blade or
saw, affecting the shape or angle of the cut, etc.).
Is applicant aware of any utility patents regarding the angle and shape of the cut-outs, expansion slots, or gullets in the type of saw blade
that comprises the configuration at issue? If so, provide summaries of the patents.
Factual information about the goods must clearly indicate how they operate, their salient features, and their prospective customers and channels
of trade. Conclusory statements will not satisfy this requirement for information.
Failure to respond to a request for information may be grounds for refusing registration. In re DTI P'ship LLP, 67 USPQ2d 1699, 1701 (TTAB
2003), see also, In re Harley, 119 USPQ2d 1755, 1757-58 (TTAB 2016); TMEP §814. Merely stating that information is available on
applicant’s website is an insufficient response and will not make the relevant information of record. See In re Planalytics, Inc., 70 USPQ2d
1453, 1457-58 (TTAB 2004).

Response Guidelines
For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action.
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register. Applicant may also have other options for responding to a refusal and should consider such options carefully. To respond to
requirements and certain refusal response options, applicant should set forth in writing the required changes or statements.
If applicant has questions about the application or this Office action, please contact the assigned trademark examining attorney at the telephone
number or email address below.
To expedite prosecution of the application, applicant is encouraged to file its response to this Office action online via the Trademark Electronic
Application System (TEAS), which is available at http://www.uspto.gov/trademarks/teas/index.jsp. If applicant has technical questions about the
TEAS response to Office action form, applicant can review the electronic filing tips available online at
http://www.uspto.gov/trademarks/teas/e_filing_tips.jsp and e-mail technical questions to TEAS@uspto.gov.

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$125 per class of goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.
The USPTO proposes to change federal trademark rules to require applicants and registrants to (1) file submissions concerning applications
and registrations online using the USPTO’s Trademark Electronic Application System (TEAS) and (2) provide and maintain an accurate email
address for receiving correspondence from the USPTO. See the Mandatory Electronic Filing Rules webpage for more information.

/Andrea Hack/
Trademark Examining Attorney
U.S. Patent & Trademark Office
Law Office 108
571-272-5413 (ph.)
andrea.hack@uspto.gov

TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
All informal e-mail communications relevant to this application will be placed in the official application record.
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.
PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
The USPTO proposes to change federal trademark rules to require applicants and registrants to (1) file submissions concerning applications
and registrations online using the USPTO’s Trademark Electronic Application System (TEAS) and (2) provide and maintain an accurate email
address for receiving correspondence from the USPTO. See the Mandatory Electronic Filing Rules webpage for more information.

To:

MK Diamond Products, Inc. (Becker-docket@fzlz.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86813875 - M-K 1508264

Sent:

6/14/2018 1:23:58 PM

Sent As:

ECOM108@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 6/14/2018 FOR U.S. APPLICATION SERIAL NO. 86813875
Please follow the instructions below:
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 6/14/2018 (or sooner if specified in the Office action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

