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SERIAL NUMBER

87050510

LAW OFFICE ASSIGNED

LAW OFFICE 114

MARK SECTION
MARK

https://tmng-al.uspto.gov/resting2/api/img/87050510/large

LITERAL ELEMENT

GSI DATAFLEX

STANDARD CHARACTERS

YES

USPTO-GENERATED IMAGE

YES

MARK STATEMENT

The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)
The Examining Attorney has continued and maintained the refusal of registration under Section 2(d) of the Trademark Act, on the grounds of
likelihood of confusion with the following registrations:
Registration No. 1373557 DATAFLEX - DEAD
Goods: “computer programs and program manuals all sold as a unit”
Registration No. 3307027 DATAFLEX
Goods: “complete software for creating business applications, namely, software used to create windows and web applications”
Registration No. 5036033 DATAFLEX
Services: “maintenance and updating of computer software, computer software rental, rental and maintenance of computer software, computer
software consulting”
The Examining Attorney has also refused registration under Section 2(d) of the Trademark Act based on the following registration (previously cited
as Application No. 86889238 as a potential bar to registration):
Registration No. 5062611 DATAFLEX
Goods: “complete computer programs used to create desktop, web and mobile business applications and program manuals that document the
installation and use of the computer programs all sold as a unit”
Services: “maintenance and updating of computer software, computer software rental, rental and maintenance of computer software, computer
software consulting”
Applicant previously noted that the cited registration No. 1373557 (which broadly covered “computer programs and program manuals all sold as a
unit”) was due for renewal on December 3, 2015, and that the USPTO’s TSDR database indicated that no renewal application was filed before the
renewal deadline or during the 6-month grace period. The Examining Attorney contends that “according to Office records, this registration is still a
live registration and remains a bar to registration.” However, it has been nearly a year since the end of the renewal grace period and this
registration has clearly expired – whether or not the USPTO’s database has been updated to reflect its expiration. Thus, this citation should be
withdrawn.
Applicant’s Mark is GSI DATAFLEX. The cited mark is DATAFLEX. Applicant’s goods are a very specific and highly specialized type of
software: “ software allowing the user to perform multi-lingual, phonetic-based searches of databases.” The cited Registrant’s goods are a very
different type of software: “business application software” and “computer programs used to create desktop, web and mobile business
applications.” Clearly, as explained in Applicant’s previous response filed October 17, 2016, Applicant’s software and the cited Registrant’s
software perform completely different functions, for customers who are sophisticated purchasers seeking specific software for specific (unrelated)
purposes.
In Applicant’ response of October 17, 2016, Applicant submitted substantial evidence and arguments in support of registration of Applicant’s Mark.
Applicant’s evidence included numerous registrations that include the terms “DATA” and “FLEX” and coexist (or have coexisted) for goods and/or
services that that include or are related to software (in addition to the marks cited by the Examining Attorney).
The Examining Attorney acknowledges that “the weakness or dilution of a particular mark is generally determined in the context of the number and
nature of similar marks in use in the marketplace in connection with similar goods and/or services,” and that “[e]vidence of widespread third-party
use of similar marks with similar goods and/or services ‘is relevant to show that a mark is relatively weak and entitled to only a narrow scope of
protection’ in that industry or field” -- but asserts that “applicant has not shown weakness of the mark DATAFLEX itself in connection with
computer software as a good with respect to live registrations.” Applicant respectfully submits that the coexistence of many marks that include the
terms DATA and FLEX for software and related goods/services shows that consumers are able to distinguish among these similar marks. As stated
in the CAFC’s recent Wolfskin decision:

“[E]vidence of third-party use of similar marks on similar goods ‘can show that customers have been educated to distinguish between
different marks on the basis of minute distinctions.”’ Jack Wolfskin, 116 USPQ2d at 1136 (quoting Juice Generation, 115 USPQ2d at
1674).
In Juice Generation, the Federal Circuit deemed limited evidence of “a fair number” of similar marks was indicative that there was wide-spread use
of the particular term in a way that made it more likely that the opposed mark could also peacefully coexist. In the instant case, it is clear that
Registrant’s mark is relatively weak. Since Registrant’s Mark is entitled to only a relatively narrow scope of protection, it seems clear that the
respective marks should be considered to be readily distinguishable.
Further, specific evidence regarding extent and impact of use is not required, -- evidence of third party use can itself be "powerful on its face." As
shown herein, there are considerable numbers of third parties uses of similar marks. Third party registrations are also relevant to show that some
segment of a mark has a "normally understood and well-recognized descriptive or suggestive meaning, leading to the conclusion that the segment is
relatively weak." Juice Generation.
The Examining Attorney argues that computer software goods and services are types of goods/services that “ may [emphasis added] emanate from
a single source under a single mark.” However, many types of software emanate from different sources under similar or even identical marks.
Computer software is not per se related. In the cited registrations and the subject application, the function, field and use of the software are not
related. Applicant’s software is highly specialized, and it is not even remotely related to the field of Registrant’s software. Further, Applicant’s
mark is GSI DATAFLEX, which is clearly different and distinguishable from the cited DATAFLEX mark – especially in view of the weakness of the
cited DATAFLEX mark.
Applicant’s mark and the cited mark have the term DATAFLEX in common, but “likelihood of confusion cannot be predicated on dissection of a
mark, that is, on only part of a mark.” In re Nat’l Data Corp ., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir.1985). “On the other hand, in
articulating reasons for reaching a conclusion on the issue of confusion, there is nothing improper in stating that, for rational reasons, more or less
weight has been given to a particular feature of a mark, provided the ultimate conclusion rests on consideration of the marks in their entireties.
Indeed, this type of analysis appears to be unavoidable.” Id.
Applicant's Mark GSI DATAFLEX projects a commercial impression that is substantially different from that of the cited mark. The first and dominant
part of Applicant’s Mark is the distinctive acronym GSI. The Trademark Trial and Appeal Board found, in In re R. Young Enterprises, Inc Serial No. 86671271 Dec. 22, 2016 (non-precedential), that:
“[t]he addition of matter to a mark may be sufficient to avoid a likelihood of confusion…if the common portion of the marks is weak because
it is merely descriptive or diluted. See, e.g., Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344, 98 USPQ2d 1253, 1261 (Fed. Cir.
2011) (CAPITAL CITY BANK for banking and financial services and CITIBANK for the same services not likely to cause confusion, based in
part on finding that the phrase “City Bank” was frequently used in the banking industry); In re Shawnee Milling Co., 225 USPQ 747, 749
(TTAB 1985) (GOLDEN CRUST for flour and ADOLPH’S GOLD’N CRUST and design for coating and seasoning for food items not likely
to cause confusion because “GOLDEN CRUST” and “GOLD’N CRUST” were highly suggestive as applied to the respective goods);
see
also Knight Textile Corp. v. Jones Investment Co. 75 USPQ2d 1313, 1314- 17 (TTAB 2006) (dismissing opposition to registration of
NORTON MCNAUGHTON ESSENTIALS for clothing by owner of registration of ESSENTIALS for clothing because of suggestiveness of
ESSENTIALS and third-party registrations of other composite marks for clothing containing ESSENTIALS); Rocket Trademarks Pty Ltd.v.
Phard S.p.A., 98 USPQ2d 1066 (TTAB 2011) (ZU ELEMENTS for printed products, leather goods, and clothing found not to be confusingly
similar to ELEMENT and ELEMENTALITY for same goods due to suggestiveness and weakness of “ELEMENT” formative arising from
third-party uses). … Where the common element of two marks is weak, it is unlikely that consumers will be confused unless the marks have
other commonality. Juice Generation, 115 USPQ2d at 1674-75.
The common element of Applicant’s mark and the cited mark is clearly weak. In its response of October 17, 2016, Applicant has already offered
evidence of 14 registrations (in addition to the registrations cited by the Examining Attorney) that include the terms “DATA” and “FLEX” and that
coexist (or have coexisted) for related goods and services in the same general field as the goods recited in the subject application.
An internet search reveals additional multiple users of DATAFLEX marks in connection with software and related goods and services, including:
DATAFLEX PLUS
http://www.videojet.com/us/homepage/products/thermal-transfer-overprinters/high-speed-tto-printers/videojet-dataflex-plus.html#
DATAFLEX
http://www.dataflex.com/
JAC DATAFLEX
http://www.kwdoggett.com.au/brands/jac-dataflex/
DATAFLEX
http://ktr-international.com/root/img/pool/pdf/montageanleitungen/49011en000000.pdf
DATAFLEX SOLUTIONS
https://www.linkedin.com/company/dataflex-solutions
DATA-FLEX
http://www.southwire.com/products/Dataflex.htm
DATAFLEX Screen Protectors
http://www.dataflex.com.sg/product1.html
SYNTONIC DATAFLEX
https://syntonic.com/dataflex/
DATA FLEXIBILITY
http://www.ibmbigdatahub.com/tag/2265
DATAFLEXNET
http://www.dataflexnet.com/flex-utn-1/
FLEX DATABASES

http://www.flexdatabases.com/en/
Printouts of website excerpts are attached, showing use of these marks.
Further review of the Trademark Register shows that there are many, many live registrations that include the terms “DATA” or “FLEX” and that
currently coexist for “software” goods or services. Specifically, a TESS search for “data*[bi] and software[gs] and live[ld] and registrant[on]”
reveals over 1700 live registrations that include the term DATA and recite “software” goods or services. The term DATA is disclaimed in nearly 500
of these registrations. A TESS search for “*flex[bi] and software[gs] and live[ld] and registrant[on]” reveals over 350 live registrations that include
the term FLEX and recite “software” goods or services. (See attached TESS printouts.)
It is clear that both DATA and FLEX are at least somewhat weak terms with respect to software. Moreso, DATA has been found to be descriptive
with respect to software.
A TESS search for “flex[fm] and software[gs] and live[ld] and registrant[on]” reveals eight live registrations by eight different owners for the mark
FLEX for various “software” goods or services:
Mark
Reg. No.

Owner

FLEX
4915085

Global Tel*Link
Corporation

FLEX
4702837

Flex Rental
Solutions

FLEX
3974677

Thornton
Tomasetti, Inc.

FLEX
4306386

Revitas, Inc.

FLEX
3370163

The Apache
Software
Foundation

Goods/Services
Platform as a service (PAAS) featuring computer software
platforms for correctional institutions and inmates, providing
inmate phone calls, commissary purchasing and management,
video visitation, music, email, education applications, and
digital games (Cl 42)
Providing temporary use of online non-downloadable computer
software for management of rental equipment, sub-rentals,
crew scheduling, equipment management and maintenance,
inventory management, quote fulfillment, and reporting for use
in the rental and event management industry; Updating of nondownloadable computer software, namely, non-downloadable
computer software updates for the rental and event
management industry; Non-downloadable computer software
maintenance for the rental and event management industry;
Computer software design for the rental and event
management industry; Computer Software Consulting for the
production industry; Rental of computer software on a
subscription basis for the rental and event management
industry; Computer software design for inventory management
in the rental and live event management industry; Computer
software development to manage and track inventory, sales,
equipment, sub-rentals, freelance crews, events, and reporting
for the rental and event management industry; Providing
temporary use of online non-downloadable computer software
for crew scheduling and management in the rental and live
event management industry; Providing temporary use of online
non-downloadable computer software for financial, inventory,
sales, and equipment maintenance records management in the
rental and live event industry (Cl 2.
software for finite element analysis and simulation (Cl 9)
Computer software platform for use in managing contract
obligations, optimizing contract performance, managing
contract lifecycles, optimizing business relationships, tracking
payments, calculating and tracking prices, tracking rebates,
managing revenue, analyzing profitability, monitoring risks,
monitoring regulations, and managing supply chains (Cl 9);
Providing temporary use of non-downloadable computer
software platform for use in managing contract obligations,
optimizing contract performance, managing contract lifecycles,
optimizing business relationships, tracking payments,
calculating and tracking prices, tracking rebates, managing
revenue, analyzing profitability, monitoring risks, monitoring
regulations, and managing supply chains (Cl 42)
Computer server software and presentation server software,
namely, software for use in generating, creating and defining
user interfaces for applications and for connecting those
interfaces into enterprise data systems; computer server
software for web application development, deployment and
execution; computer server software for the production,
delivery and presentation of rich web applications; application
development software, namely, software for use in generating,
creating and defining user interfaces for applications and for
connecting those interfaces into enterprise data systems;
computer software development tools, namely, a framework for
use in generating, creating and defining user interfaces for
applications and for connecting those interfaces into enterprise
data systems; user manuals and instructional books in
electronic form; and user manuals and instructional books sold
as a unit therewith (Cl 9)
Software for use in association with computer interfaces used
in the installation of remote starters and security systems and
remote starters for motors and engines; computer interfaces

FLEX
3798123

Automotive
Data Solutions
Inc.

FLEX
3631997

Harmonic, Inc.

FLEX
2210058

United Parcel
Service of
America, Inc.

used in the installation of remote starters and security systems,
namely, a data electronic interface adapted to communicate
with a vehicle's computer through a computer data port, and
adapted to receive a signal transmission from another
computer and communication interface which signal controls
one or more vehicle functions (Cl 9);
Providing a web site featuring temporary use of nondownloadable software allowing web site users to download
software used with an interface device for the installation of
remote starters and security systems (Cl 42)
Electronic systems, namely, digital video and audio encoders;
MPEG2 remultiplexers and scramblers, digital video and audio
decoders; stream processors, network management software
and gigabit ethernet interfaces for the reception, remultiplexing,
descrambling decoding, compression, multiplexing, scrambling
transmission and monitoring of digital video, audio and data
signals by telecommunications or broadcast companies with
broadband networks, and instruction and maintenance
manuals supplied as a unit (Cl 9)
computer software used for logistics management, namely, for
the management and processing of international cargo
transport information in the field of the international
transportation of cargo within the manufacturing, wholesale,
retail and associated shipping industries, and manuals sold as
a unit (Cl 9)

Printouts of data for these marks from the USPTO TESS database are attached.
Clearly, FLEX is not a strong term capable of a broad scope of protection with respect to software.
In In re R. Young Enterprises, Inc, supra, the Board found that “evidence of the use of 'Accurate' for roofing services by at least 30 third parties
around the United States 'is powerful on its face,' even though Applicant [did] not provide '[t]he ‘specifics’ as to the extent and impact of use of the
third parties’ marks.” (quoting Juice Generation, 115 USPQ2d at 1674). Applicant respectfully submits that its evidence of the multiple registrations
of DATA and/or FLEX by multiple parties for software goods/services is equally powerful on its face.
In Primrose Retirement Communities, LLC v. Edward Rose Senior Living, LLC, 122 USPQ2d 1030 (TTAB 2016) [precedential], the Board further
affirmed the importance of third party registrations and uses in determining likelihood of confusion:
Indeed, in the words of the Federal Circuit, evidence of extensive use and registration of a term by others as a mark, as is the case here,
can be “powerful on its face, even where the specific extent and impact of the usage has not been established.” Jack Wolfskin v. New
Millennium Sports, 116 USPQ2d at 1136 (internal quotes omitted). “The weaker an opposer’s mark, the closer an applicant’s mark can
come without causing a likelihood of confusion and thereby invading what amounts to its comparatively narrower range of protection.”
Juice Generation v. GS Enters., 115 USPQ2d at 1674. We find the evidence of third-party uses and registrations in the present case to be
“powerful on its face,” and accord this factor significant weight in the likelihood of confusion analysis.
Applicant has offered evidence of 7 live registrations for DATA FLEX marks (in addition to the Examining Attorney’s citations), 7 past DATA FLEX
marks and 11 marks in use -- all for computer software and computer related goods. The totality of the evidence is overwhelming evidence that a
multitude of DATA FLEX marks coexist in the computer industry.
In light of the substantial evidence of the widespread use and multiple registrations of the terms DATAFLEX, DATA, FLEX and various combinations
of DATA and FLEX in connection with software and related goods and services, it is clear that the DATAFLEX marks cited by the Examining
Attorney should not be assigned an undue scope of protection such that the same would be deemed sufficiently strong and broad to preclude
registration of Applicant’s mark
Applicant’s mark GSI DATAFLEX is clearly different and distinguishable from the cited mark DATAFLEX. It is also clear that Applicant’s goods
and Registrant’s goods are only similar as to being software. Their fields of use are wholly disparate and therefore, the respective goods are not
closely related. Furthermore, Applicant has offered clear evidence that Registrant’s mark is only entitled to a narrow scope of protection.
In light of the above, Applicant respectfully submits that the application be approved for publication.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)
ORIGINAL PDF FILE

evi_98238123200-20170426142649356645_._DATAFLEX_USPTO_evidence.pdf

CONVERTED PDF FILE(S)
(20 pages)

\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0002.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0003.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0004.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0005.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0006.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0007.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0008.JPG

\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0009.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0010.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0011.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0012.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0013.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0014.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0015.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0016.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0017.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0018.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0019.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0020.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0021.JPG
ORIGINAL PDF FILE

evi_98238123200-20170426142649356645_._DATAFLEX_internet_evidence.pdf

CONVERTED PDF FILE(S)
(12 pages)

\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0022.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0023.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0024.JPG
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\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0026.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0027.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0028.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0029.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0030.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0031.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0032.JPG
\\TICRS\EXPORT17\IMAGEOUT17\870\505\87050510\xml6\ROA0033.JPG

DESCRIPTION OF EVIDENCE FILE

USPTO TESS database printouts; web page printouts showing third party use
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Attorney for Applicant, VA Bar Member

DATE SIGNED

04/26/2017
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Response to Office Action
To the Commissioner for Trademarks:
Application serial no. 87050510 GSI DATAFLEX(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/87050510/large) has been
amended as follows:
ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
The Examining Attorney has continued and maintained the refusal of registration under Section 2(d) of the Trademark Act, on the grounds of likelihood
of confusion with the following registrations:
Registration No. 1373557 DATAFLEX - DEAD
Goods: “computer programs and program manuals all sold as a unit”
Registration No. 3307027 DATAFLEX
Goods: “complete software for creating business applications, namely, software used to create windows and web applications”
Registration No. 5036033 DATAFLEX
Services: “maintenance and updating of computer software, computer software rental, rental and maintenance of computer software, computer
software consulting”
The Examining Attorney has also refused registration under Section 2(d) of the Trademark Act based on the following registration (previously cited as
Application No. 86889238 as a potential bar to registration):
Registration No. 5062611 DATAFLEX
Goods: “complete computer programs used to create desktop, web and mobile business applications and program manuals that document the
installation and use of the computer programs all sold as a unit”
Services: “maintenance and updating of computer software, computer software rental, rental and maintenance of computer software, computer
software consulting”
Applicant previously noted that the cited registration No. 1373557 (which broadly covered “computer programs and program manuals all sold as
a unit”) was due for renewal on December 3, 2015, and that the USPTO’s TSDR database indicated that no renewal application was filed
before the renewal deadline or during the 6-month grace period. The Examining Attorney contends that “according to Office records, this
registration is still a live registration and remains a bar to registration.” However, it has been nearly a year since the end of the renewal grace
period and this registration has clearly expired – whether or not the USPTO’s database has been updated to reflect its expiration. Thus, this citation
should be withdrawn.
Applicant’s Mark is GSI DATAFLEX. The cited mark is DATAFLEX. Applicant’s goods are a very specific and highly specialized type of
software: “ software allowing the user to perform multi-lingual, phonetic-based searches of databases.” The cited Registrant’s goods are a very
different type of software: “business application software” and “computer programs used to create desktop, web and mobile business applications.”
Clearly, as explained in Applicant’s previous response filed October 17, 2016, Applicant’s software and the cited Registrant’s software perform
completely different functions, for customers who are sophisticated purchasers seeking specific software for specific (unrelated) purposes.
In Applicant’ response of October 17, 2016, Applicant submitted substantial evidence and arguments in support of registration of Applicant’s Mark.
Applicant’s evidence included numerous registrations that include the terms “DATA” and “FLEX” and coexist (or have coexisted) for goods and/or
services that that include or are related to software (in addition to the marks cited by the Examining Attorney).
The Examining Attorney acknowledges that “the weakness or dilution of a particular mark is generally determined in the context of the number and
nature of similar marks in use in the marketplace in connection with similar goods and/or services,” and that “[e]vidence of widespread third-party use
of similar marks with similar goods and/or services ‘is relevant to show that a mark is relatively weak and entitled to only a narrow scope of
protection’ in that industry or field” -- but asserts that “applicant has not shown weakness of the mark DATAFLEX itself in connection with
computer software as a good with respect to live registrations.” Applicant respectfully submits that the coexistence of many marks that include
the terms DATA and FLEX for software and related goods/services shows that consumers are able to distinguish among these similar marks.
As stated in the CAFC’s recent Wolfskin decision:
“[E]vidence of third-party use of similar marks on similar goods ‘can show that customers have been educated to distinguish between
different marks on the basis of minute distinctions.”’ Jack Wolfskin, 116 USPQ2d at 1136 (quoting Juice Generation, 115 USPQ2d at 1674).
In Juice Generation, the Federal Circuit deemed limited evidence of “a fair number” of similar marks was indicative that there was wide-spread use of
the particular term in a way that made it more likely that the opposed mark could also peacefully coexist. In the instant case, it is clear that
Registrant’s mark is relatively weak. Since Registrant’s Mark is entitled to only a relatively narrow scope of protection, it seems clear that the
respective marks should be considered to be readily distinguishable.

Further, specific evidence regarding extent and impact of use is not required, -- evidence of third party use can itself be "powerful on its face." As
shown herein, there are considerable numbers of third parties uses of similar marks. Third party registrations are also relevant to show that some
segment of a mark has a "normally understood and well-recognized descriptive or suggestive meaning, leading to the conclusion that the
segment is relatively weak." Juice Generation.
The Examining Attorney argues that computer software goods and services are types of goods/services that “ may [emphasis added] emanate from a
single source under a single mark.” However, many types of software emanate from different sources under similar or even identical marks.
Computer software is not per se related. In the cited registrations and the subject application, the function, field and use of the software are not
related. Applicant’s software is highly specialized, and it is not even remotely related to the field of Registrant’s software. Further, Applicant’s mark
is GSI DATAFLEX, which is clearly different and distinguishable from the cited DATAFLEX mark – especially in view of the weakness of the cited
DATAFLEX mark.
Applicant’s mark and the cited mark have the term DATAFLEX in common, but “likelihood of confusion cannot be predicated on dissection of a
mark, that is, on only part of a mark.” In re Nat’l Data Corp ., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir.1985). “On the other hand, in
articulating reasons for reaching a conclusion on the issue of confusion, there is nothing improper in stating that, for rational reasons, more or less
weight has been given to a particular feature of a mark, provided the ultimate conclusion rests on consideration of the marks in their entireties.
Indeed, this type of analysis appears to be unavoidable.” Id.
Applicant's Mark GSI DATAFLEX projects a commercial impression that is substantially different from that of the cited mark. The first and dominant
part of Applicant’s Mark is the distinctive acronym GSI. The Trademark Trial and Appeal Board found, in In re R. Young Enterprises, Inc - Serial No.
86671271 Dec. 22, 2016 (non-precedential), that:
“[t]he addition of matter to a mark may be sufficient to avoid a likelihood of confusion…if the common portion of the marks is weak
because it is merely descriptive or diluted. See, e.g., Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344, 98 USPQ2d 1253, 1261
(Fed. Cir. 2011) (CAPITAL CITY BANK for banking and financial services and CITIBANK for the same services not likely to cause confusion,
based in part on finding that the phrase “City Bank” was frequently used in the banking industry); In re Shawnee Milling Co., 225 USPQ
747, 749 (TTAB 1985) (GOLDEN CRUST for flour and ADOLPH’S GOLD’N CRUST and design for coating and seasoning for food items
not likely to cause confusion because “GOLDEN CRUST” and “GOLD’N CRUST” were highly suggestive as applied to the respective
goods); see also Knight Textile Corp. v. Jones Investment Co. 75 USPQ2d 1313, 1314- 17 (TTAB 2006) (dismissing opposition to
registration of NORTON MCNAUGHTON ESSENTIALS for clothing by owner of registration of ESSENTIALS for clothing because of
suggestiveness of ESSENTIALS and third-party registrations of other composite marks for clothing containing ESSENTIALS); Rocket
Trademarks Pty Ltd.v. Phard S.p.A., 98 USPQ2d 1066 (TTAB 2011) (ZU ELEMENTS for printed products, leather goods, and clothing
found not to be confusingly similar to ELEMENT and ELEMENTALITY for same goods due to suggestiveness and weakness of
“ELEMENT” formative arising from third-party uses). … Where the common element of two marks is weak, it is unlikely that consumers
will be confused unless the marks have other commonality. Juice Generation, 115 USPQ2d at 1674-75.
The common element of Applicant’s mark and the cited mark is clearly weak. In its response of October 17, 2016, Applicant has already offered
evidence of 14 registrations (in addition to the registrations cited by the Examining Attorney) that include the terms “DATA” and “FLEX” and that
coexist (or have coexisted) for related goods and services in the same general field as the goods recited in the subject application.
An internet search reveals additional multiple users of DATAFLEX marks in connection with software and related goods and services, including:
DATAFLEX PLUS
http://www.videojet.com/us/homepage/products/thermal-transfer-overprinters/high-speed-tto-printers/videojet-dataflex-plus.html#
DATAFLEX
http://www.dataflex.com/
JAC DATAFLEX
http://www.kwdoggett.com.au/brands/jac-dataflex/
DATAFLEX
http://ktr-international.com/root/img/pool/pdf/montageanleitungen/49011en000000.pdf
DATAFLEX SOLUTIONS
https://www.linkedin.com/company/dataflex-solutions
DATA-FLEX
http://www.southwire.com/products/Dataflex.htm
DATAFLEX Screen Protectors
http://www.dataflex.com.sg/product1.html
SYNTONIC DATAFLEX
https://syntonic.com/dataflex/
DATA FLEXIBILITY
http://www.ibmbigdatahub.com/tag/2265
DATAFLEXNET
http://www.dataflexnet.com/flex-utn-1/
FLEX DATABASES
http://www.flexdatabases.com/en/
Printouts of website excerpts are attached, showing use of these marks.
Further review of the Trademark Register shows that there are many, many live registrations that include the terms “DATA” or “FLEX” and that
currently coexist for “software” goods or services. Specifically, a TESS search for “data*[bi] and software[gs] and live[ld] and registrant[on]” reveals
over 1700 live registrations that include the term DATA and recite “software” goods or services. The term DATA is disclaimed in nearly 500 of these
registrations. A TESS search for “*flex[bi] and software[gs] and live[ld] and registrant[on]” reveals over 350 live registrations that include the term
FLEX and recite “software” goods or services. (See attached TESS printouts.)

It is clear that both DATA and FLEX are at least somewhat weak terms with respect to software. Moreso, DATA has been found to be descriptive with
respect to software.
A TESS search for “flex[fm] and software[gs] and live[ld] and registrant[on]” reveals eight live registrations by eight different owners for the mark FLEX
for various “software” goods or services:
Mark
Reg. No.

Owner

FLEX
4915085

Global Tel*Link
Corporation

FLEX
4702837

Flex Rental
Solutions

FLEX
3974677

Thornton
Tomasetti, Inc.

FLEX
4306386

Revitas, Inc.

FLEX
3370163

The Apache
Software
Foundation

FLEX
3798123

Automotive
Data Solutions
Inc.

Goods/Services
Platform as a service (PAAS) featuring computer software
platforms for correctional institutions and inmates, providing
inmate phone calls, commissary purchasing and management,
video visitation, music, email, education applications, and
digital games (Cl 42)
Providing temporary use of online non-downloadable computer
software for management of rental equipment, sub-rentals,
crew scheduling, equipment management and maintenance,
inventory management, quote fulfillment, and reporting for use
in the rental and event management industry; Updating of nondownloadable computer software, namely, non-downloadable
computer software updates for the rental and event
management industry; Non-downloadable computer software
maintenance for the rental and event management industry;
Computer software design for the rental and event
management industry; Computer Software Consulting for the
production industry; Rental of computer software on a
subscription basis for the rental and event management
industry; Computer software design for inventory management
in the rental and live event management industry; Computer
software development to manage and track inventory, sales,
equipment, sub-rentals, freelance crews, events, and reporting
for the rental and event management industry; Providing
temporary use of online non-downloadable computer software
for crew scheduling and management in the rental and live
event management industry; Providing temporary use of online
non-downloadable computer software for financial, inventory,
sales, and equipment maintenance records management in the
rental and live event industry (Cl 2.
software for finite element analysis and simulation (Cl 9)
Computer software platform for use in managing contract
obligations, optimizing contract performance, managing
contract lifecycles, optimizing business relationships, tracking
payments, calculating and tracking prices, tracking rebates,
managing revenue, analyzing profitability, monitoring risks,
monitoring regulations, and managing supply chains (Cl 9);
Providing temporary use of non-downloadable computer
software platform for use in managing contract obligations,
optimizing contract performance, managing contract lifecycles,
optimizing business relationships, tracking payments,
calculating and tracking prices, tracking rebates, managing
revenue, analyzing profitability, monitoring risks, monitoring
regulations, and managing supply chains (Cl 42)
Computer server software and presentation server software,
namely, software for use in generating, creating and defining
user interfaces for applications and for connecting those
interfaces into enterprise data systems; computer server
software for web application development, deployment and
execution; computer server software for the production,
delivery and presentation of rich web applications; application
development software, namely, software for use in generating,
creating and defining user interfaces for applications and for
connecting those interfaces into enterprise data systems;
computer software development tools, namely, a framework for
use in generating, creating and defining user interfaces for
applications and for connecting those interfaces into enterprise
data systems; user manuals and instructional books in
electronic form; and user manuals and instructional books sold
as a unit therewith (Cl 9)
Software for use in association with computer interfaces used
in the installation of remote starters and security systems and
remote starters for motors and engines; computer interfaces
used in the installation of remote starters and security systems,
namely, a data electronic interface adapted to communicate
with a vehicle's computer through a computer data port, and
adapted to receive a signal transmission from another
computer and communication interface which signal controls
one or more vehicle functions (Cl 9);
Providing a web site featuring temporary use of nondownloadable software allowing web site users to download
software used with an interface device for the installation of

FLEX
3631997

Harmonic, Inc.

FLEX
2210058

United Parcel
Service of
America, Inc.

remote starters and security systems (Cl 42)
Electronic systems, namely, digital video and audio encoders;
MPEG2 remultiplexers and scramblers, digital video and audio
decoders; stream processors, network management software
and gigabit ethernet interfaces for the reception, remultiplexing,
descrambling decoding, compression, multiplexing, scrambling
transmission and monitoring of digital video, audio and data
signals by telecommunications or broadcast companies with
broadband networks, and instruction and maintenance
manuals supplied as a unit (Cl 9)
computer software used for logistics management, namely, for
the management and processing of international cargo
transport information in the field of the international
transportation of cargo within the manufacturing, wholesale,
retail and associated shipping industries, and manuals sold as
a unit (Cl 9)

Printouts of data for these marks from the USPTO TESS database are attached.
Clearly, FLEX is not a strong term capable of a broad scope of protection with respect to software.
In In re R. Young Enterprises, Inc, supra, the Board found that “evidence of the use of 'Accurate' for roofing services by at least 30 third parties around
the United States 'is powerful on its face,' even though Applicant [did] not provide '[t]he ‘specifics’ as to the extent and impact of use of the third
parties’ marks.” (quoting Juice Generation, 115 USPQ2d at 1674). Applicant respectfully submits that its evidence of the multiple registrations of
DATA and/or FLEX by multiple parties for software goods/services is equally powerful on its face.
In Primrose Retirement Communities, LLC v. Edward Rose Senior Living, LLC, 122 USPQ2d 1030 (TTAB 2016) [precedential], the Board further
affirmed the importance of third party registrations and uses in determining likelihood of confusion:
Indeed, in the words of the Federal Circuit, evidence of extensive use and registration of a term by others as a mark, as is the case here,
can be “powerful on its face, even where the specific extent and impact of the usage has not been established.” Jack Wolfskin v. New
Millennium Sports, 116 USPQ2d at 1136 (internal quotes omitted). “The weaker an opposer’s mark, the closer an applicant’s mark can come
without causing a likelihood of confusion and thereby invading what amounts to its comparatively narrower range of protection.” Juice
Generation v. GS Enters., 115 USPQ2d at 1674. We find the evidence of third-party uses and registrations in the present case to be “powerful
on its face,” and accord this factor significant weight in the likelihood of confusion analysis.
Applicant has offered evidence of 7 live registrations for DATA FLEX marks (in addition to the Examining Attorney’s citations), 7 past DATA FLEX
marks and 11 marks in use -- all for computer software and computer related goods. The totality of the evidence is overwhelming evidence that a
multitude of DATA FLEX marks coexist in the computer industry.
In light of the substantial evidence of the widespread use and multiple registrations of the terms DATAFLEX, DATA, FLEX and various combinations of
DATA and FLEX in connection with software and related goods and services, it is clear that the DATAFLEX marks cited by the Examining Attorney
should not be assigned an undue scope of protection such that the same would be deemed sufficiently strong and broad to preclude registration of
Applicant’s mark
Applicant’s mark GSI DATAFLEX is clearly different and distinguishable from the cited mark DATAFLEX. It is also clear that Applicant’s goods and
Registrant’s goods are only similar as to being software. Their fields of use are wholly disparate and therefore, the respective goods are not closely
related. Furthermore, Applicant has offered clear evidence that Registrant’s mark is only entitled to a narrow scope of protection.
In light of the above, Applicant respectfully submits that the application be approved for publication.

EVIDENCE
Evidence in the nature of USPTO TESS database printouts; web page printouts showing third party use has been attached.
Original PDF file:
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Response Signature
Signature: /Janice Housey/ Date: 04/26/2017
Signatory's Name: Janice Housey
Signatory's Position: Attorney for Applicant, VA Bar Member
The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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