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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION
U.S. APPLICATION
SERIAL NO. 87476590

*87476590*

MARK: MEDAWAR
BRIDAL
CORRESPONDENT
ADDRESS:
ARNOLD S.
WEINTRAUB
THE WEINTRAUB
GOUP, PLC
24901
NORTHWESTERN HWY.,
SUITE 311
SOUTHFIELD, MI 48075

CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: Medawar,
Ronny
CORRESPONDENT’S
REFERENCE/DOCKET
NO:
JME-105-TM-1
CORRESPONDENT EMAIL ADDRESS:
ipdocket@weintraubgroup.com

OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW. A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

ISSUE/MAILING DATE: 4/1/2018

THIS IS A FINAL ACTION.
INTRODUCTION
This Office action is in response to applicant’s communication filed on February 26, 2018.
In a previous Office action dated June 30, 2017, the trademark examining attorney refused registration of the applied-for mark based on the
following: failure to show the applied-for mark in use in commerce with any of the specified services. In addition, applicant was required to
satisfy the following requirement: disclaim descriptive wording in the mark.
Based on applicant’s response, the trademark examining attorney notes that the following requirement has been satisfied: disclaim descriptive
wording in the mark. See TMEP §§713.02, 714.04.
Further, the trademark examining attorney maintains and now makes FINAL the refusal in the summary of issues below. See 37 C.F.R. §2.63(b);
TMEP §714.04.
SUMMARY OF ISSUES MADE FINAL that applicant must address:
Substitute Specimen Required
SUBSTITUTE SPECIMEN REQUIRED
Applicant was previously refused registration in International Class 35 because the mark is not used in connection with the applied-for services.
Response options for overcoming that refusal, if any, were set forth in the prior Office action. Applicant, however, responded to such refusal by
submitting a substitute specimen and argument for each refused international class that does not show proper use of the applied-for mark in
commerce for the reasons immediately stated below. Thus, the refusal to register the applied-for mark in International Class 35 is now made
final because applicant failed to provide evidence of use of the mark in commerce. Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127;
37 C.F.R. §§2.34(a)(1)(iv), 2.56(a), 2.63(b); TMEP §§904, 904.07, 1301.04(g)(i).
Registration is refused because the specimen does not show the applied-for mark in use in commerce in International Class 35. Trademark Act
Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a), 1301.04(g)(i). Specifically, the
substitute specimen shows a different mark, “MEDAWEAR JEWELERS” in association with retail store services featuring bridal jewelry.
Although applicant’s mark appears on the second page of the specimen, it appears in a drop down menu, where brands or lines of jewelry
appear. Further, a box next to the mark is clicked indicating that other “jewelry type” options have been omitted. Again, this indicates that the
mark is a line or type of jewelry provided by the retailer.
Applicant refers to the case In re Minerva, Inc. in its argument. Serial No. 86430215 (February 12, 2018) [precedential]. A copy of the case is
attached hereto.
In In re Minerva, the TTAB accepted a specimen for goods based on the practice of how marks are displayed for software programs. See p. 9.
Here, applicant has displayed the applied-for mark consistent with how retailers display the marks of goods that are provided by the retailer.
Applicant’s mark is not displayed consistent with industry practice of how retailers display their marks. Thus, applicant’s mark would not be
perceived by consumers as the applied-for retail services, but instead, a line of goods.
Applicant has not shown the applied-for mark in association with the applied-for services. Instead, applicant’s mark is used in association with
goods or a line of goods.
An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for mark in use in commerce for each
international class of services identified in the application. 15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a).
Examples of specimens for services include advertising and marketing materials, brochures, photographs of business signage and billboards, and
webpages that show the mark used in the actual sale, rendering, or advertising of the services. See TMEP §1301.04(a), (h)(iv)(C). Specimens
comprising advertising and promotional materials must show a direct association between the mark and the services. TMEP §1301.04(f)(ii).
Applicant may respond to this refusal by satisfying one of the following for each applicable international class:
(1)

Submit a different specimen (a verified “substitute” specimen ) that (a) was in actual use in commerce at least as early as the
filing date of the application and (b) shows the mark in actual use in commerce for the services identified in the application. A
“verified substitute specimen” is a specimen that is accompanied by the following statement made in a signed affidavit or
supported by a declaration under 37 C.F.R. §2.20: “The substitute (or new, or originally submitted, if appropriate) specimen(s)
was/were in use in commerce at least as early as the filing date of the application or prior to the filing of the amendment to allege

use.” The substitute specimen cannot be accepted without this statement.
(2)

Amend the filing basis to intent to use under Section 1(b), for which no specimen is required. This option will later necessitate
additional fee(s) and filing requirements such as providing a specimen.

For an overview of both response options referenced above and instructions on how to satisfy either option online using the Trademark Electronic
Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/specimen.jsp.
RESPONSE GUIDELINES
Applicant must respond within six months of the date of issuance of this final Office action or the application will be abandoned. 15 U.S.C.
§1062(b); 37 C.F.R. §2.65(a). Applicant may respond by providing one or both of the following:
(1)

a response filed using the Trademark Electronic Application System (TEAS) that fully satisfies all outstanding requirements
and/or resolves all outstanding refusals; and/or

(2)

an appeal to the Trademark Trial and Appeal Board filed using the Electronic System for Trademark Trials and Appeals (ESTTA)
with the required filing fee of $200 per class.

37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37 C.F.R. §2.63(b)(2) to review
procedural issues. TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters). There is a fee
required for filing a petition. 37 C.F.R. §2.6(a)(15).

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$125 per class of goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.

/Ryan M. Witkowski/
Examining Attorney
Law Office 122
(571) 272-7584
ryan.witkowski@uspto.gov
TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
All informal e-mail communications relevant to this application will be placed in the official application record.
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.
PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 4/1/2018 FOR U.S. APPLICATION SERIAL NO. 87476590
Please follow the instructions below:
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 4/1/2018 (or sooner if specified in the Office action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

